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Tue Voaue Company v. THe Voeue Hat Company, ET AL. 
United States Circuit Court of Appeals, Sizth Circuit 
May 14, 1926 


Trape-Marxs—Unram CompetiTion—INTERVENING Party—J URISDICTION— 

Score DerenpENT oN IpENTITY oF SuBJEcT Marrer. 

Although, in a case of trade-mark infringement and unfair com- 
petition involving diversity of citizenship under a Federal statute, 
jurisdiction does not extend to the unfair competition feature if the 
trade-mark is found to be invalid, judicial precedent is not lacking, 
holding that if the same acts gave rise to both complaints, jurisdic- 
tion may be extended to the unfair competition. 

Same—Same—Same—SamMeE—VOLUNTARY INTERVENOR. 

Where appeal was had from decision in a case alleging infringe- 
ment and unfair competition which found no infringement, but only 
unfair competition against the intervening defendant, held that the 
lower court had power, pursuant to the mandate of the Court of Ap- 
peals, to enter a decree for injunction, despite the fact that no in- 
fringement of trade-mark was proven particularly since the intervenor 
was not a necessary party to the defense, but purely voluntary. 


Upon second application for rehearing. Rehearing denied. 


For opinions in earlier phases of this litigation, see 13 T. M. 
Rep. 349, vol. 15, pp. 1, 242, 519. 


Harry D. Nims, of New York City (E. J. Marshall, of 
Toledo, Ohio, Donald De Witt and Minturn De S. Verdi, 
all of New York City, on the brief), for appellant. 

Samuel W. Banning, of Chicago, Ill. (Ephraim Banning, Thos. 
A. Banning and Thos. A. Banning, Jr., all of Chicago, 
Ill., Chas. H. Studin, of New York City, and Rathbun 
Fuller, of Toledo, Ohio, on the brief), for appellees. 


Before Denison, Mack and Donanve, Circuit Judges. 


A bill was filed by the plaintiff, a New York corporation, in 
the District Court at Cleveland against Thompson and Company, a 
Cleveland corporation, which was retailing hats manufactured by 
The Vogue Hat Company, a New York corporation, and it was 
alleged that these hats were being sold in violation of the rights 
indicated by the plaintiff's registered trade-mark and by means 
of fraudulent and unfair competition. 
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There was jurisdiction by diverse citizenship as well as by 
claim of right arising under federal laws. Upon the petition of 
The Vogue Hat Company, representing that it was the substantial 
defendant party in interest, it was allowed to intervene as defend- 
ant and it was, thereafter, named as one of the joint defendants 
in the case. It filed no answer, but it completely assumed and 
carried on the defense of the case. On final hearing the District 
Court dismissed the bill as to both parties defendant because it 
found no infringement of trade-mark rights and no unfair competi- 
tion. On appeal to this court we affirmed the finding in the first 
respect, but reversed as to unfair competition (300 Fed. 509) [15 
T. M. Rep. 1]. The New York defendant filed a petition for 
review on the merits of the unfair competition question, which we 
denied. The plaintiff then applied for more specific directions 
as to the form of the decree, and this developed a controversy in 
which we eventually went somewhat further than the original 
opinion had in giving plaintiff effective relief (6 Fed. [2nd] 875) 
[15 T. M. Rep. 519]. Now the New York defendant moves 
again for rehearing, and for the first time contends that, when 
all relief upon the basis of rights dependent on the registered 
trade-mark was denied, the court below and this court as well 
had no jurisdiction remaining to consider or decide the question 
of unfair competition. This contention is based on the line of 
cases hereafter considered; it is at least superficially supported 
by the authorities cited; and must be accepted unless there is 
specific reason for its rejection. Such reasons as suggest them- 
selves are to be considered. 

The first is that after its voluntary appearance in the case 
and litigating to the end upon the merits, the defendant cannot 
be heard to question the power of the Court to decide the very 
question which has been so litigated. This probably depends upon 
how far the defect in jurisdiction may be a matter of venue or of 
personal jurisdiction, rather than of the subject matter. The 
peculiar facts of the case develop an interesting and perhaps unique 
aspect of this question; but it may for the present be passed by. 
The next is whether under these peculiar facts the jurisdiction 
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over the question of unfair competition as affecting the New York 
defendant may be considered as ancillary or incidental to the 
original cause. It is not usual for the more substantial controversy 
to be ancillary to one of lesser importance; and yet this result 
may well occur. Here there was equally complete jurisdiction by 
diverse citizenship over both grounds of the controversy which 
the plaintiff presented by its bill. The original defendant had 
done those acts which justified the final decree and order, so far as 
it was concerned. If the New York defendant, without. formal 
intervention, had assumed and paid for the defense, it would have 
been bound by the result, so far as that result could be rested on 
the acts of the Ohio defendant. It is clear to us that the New 
York defendant by its intervening petition thus presented a con- 
troversy growing out of and ancillary to the original bill in 
every necessary characteristic, even though the volume of matter 
affected was greater. 

A late and complete discussion of the controlling principle 
is found in Wichita v. Commission, 260 U. S. 48, 53, 54. See 
also, Lackner v. McKechney (C. C. A. 7), 252 Fed. 403, 408. 
The present case is to be distinguished from those where the inter- 
venor was a necessary party defendant, or where the intervention 
presented a new controversy not covered by the original bill. The 
New York defendant was not a necessary party, and the questions, 
not only as to the registered trade-mark but as to the definition 
of unfair competition, are in a very substantial way the same 
against it which they were as against the Ohio defendant. Upon 
this principle of ancillary jurisdiction, we think the court below 
has power, pursuant to our mandate, to enter a decree for injunc- 
tion against the New York defendant, and this in spite of the con- 
clusion that it does not infringe any registered trade-mark. 

Our disposition of the present application might rest upon 
what has been said; but the case presents another question, impor- 
tant and interesting enough to justify study. That question is 
whether the rule that a federal court, the jurisdiction of which is 
invoked between citizens of the same state solely because a patent 
or registered trade-mark is being infringed, after deciding that 
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controversy against the plaintiff, cannot proceed to give relief upon 
the ground of unfair competition, extends not only to the cases 
where the patent or registered trade-mark has been held invalid, 
but to those cases where, though valid, it is found not to be 
infringed. This involves ascertaining the reason why the right 
to consider that further ground of relief has been denied by the 
Supreme Court in certain instances. 

It is a familiar principle that, when the jurisdiction of a 
federal trial court is invoked upon the ground that the plaintiff 
presents a right arising under federal laws, the Court thereby 
acquires jurisdiction of the case, and it examines and decides 
all questions involved—even though the federal question may be 
resolved against the plaintiff or may be passed without decision. 
It was redeclared with many citations, in Siler v. L. §& N. R. R., 
213 U. S. 175, 191-2, and it was again formulated in Davis v. 
Wallace, 257 U. S. 478, 482, as follows: 


“The case made by the bill involved a real and substantial question 
under the Constitution of the United States and the amount in con- 
troversy exceeded three thousand dollars, exclusive of interest and costs, 
so the case plainly was cognizable in the District Court. In such a case, 
the jurisdiction of that court, and ours in reviewing its action, extends to 
every question involved, whether of federal or state law, and enables 
the Court to rest its judgment or decree on the decision of such of the 
questions as in its opinion effectively dispose of the case.” 

We have applied the principle in this court (General Co. v. 
L. 8S. & M. S., 269 Fed. 235, 241; State v. Swift, 270 Fed. 141, 
150-1); and it continues to be of constant application in the Su- 
preme Court. In Lincoln Co. v. Lincoln, 250 U. S. 256, 264, and 
speaking of a supposition that the ordinance under fire could be at- 
tacked only for a reason founded in federal law, the Court charac- 
terized it as “apparently overlooking that even without diversity of 
citizenship * * * the jurisdiction extended to the determination of all 
questions, including questions of state law, and irrespective of 
the disposition made of the federal questions,” citing Green v. 
Louisville, 244 U. S. 499, 598. Again in Southern Ry. v. Watts, 
260 U. S. 519, 522, and Atlantic Co. v. Daughton, 262 U. S. 413, 
416, the principle is clearly recognized. 


It also has been of common observation that, even though 


. 


sani sh a EE SELES 


caer ee 


a tt i 


















THE VOGUE CO. V. THE VOGUE HAT CO., ET AL. 267 


the only ground for invoking the reviewing jurisdiction of the 
Supreme Court over a District Court might have been that a 
constitutional question was involved; yet the Supreme Court, hav- 
ing the case, decides all the questions in it, and that, no matter 
whether the claim of constitutional right is sustained or denied. 

It might seem that the same principle would apply in a suit 
for patent infringement and unfair competition. The cause of 
action and the relief sought are each single. In the ordinary case 
of this type the defendant is selling a specific article. The patentee 
claims that sale to be a trespass on his rights, and demands an 
injunction. He has two alternative or combined theories for 
supporting this single demand for relief. One is that the article 
sold is within his patent monopoly and thus wrongfully interferes 
with his own business; the other is that the article is in deceptive 
“livery,” thus also interfering with his own sales; all he (some- 
times, at least) wants the courts to do is to stop the sale of that 
article, thus marked. So it might be thought that a federal 
court, acquiring jurisdiction of this entire controversy by virtue 
of the patent question, would proceed to decide all questions in- 
volved, no matter how it decided the first one. 

However, there is another familiar line of cases, growing 
out of the power of the Supreme Court of the United States to 
review the decisions of state courts. Upon principles of public 
policy, it may be important that this power should be confined to 
the federal question; and the language of the various statutes 
indicates this restriction. Accordingly, we find the Supreme Court 
repeatedly refusing to consider any other question after it has 
decided this first one adversely to the appellant. 

It is this latter restrictive principle, which to some extent 
the Supreme Court has applied to the patent-plus-unfair- 
competition cases. In the earliest one which has come to our at- 
tention, the Circuit Court of Appeals had said (Illinois Co. v. 
Elgin Co., 94 Fed. 667, at page 669), that “It is, of course, 
clear that the bill could not be sustained unless the federal right 
was sustained.” The registered trade-mark, by virtue of which 
alone federal jurisdiction was invoked, was held to be invalid. The 
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Supreme Court rather summarily (179 U. S. 677) affirmed, say- 
ing that “if the trade-mark were not lawfully registered, then 
jurisdiction could not be maintained.” In neither court was the 
suggestion advanced or considered that the good faith claim of 
federal right gave jurisdiction to decide all grounds of the con- 
troversy. In Leschen v. Broderick, the Circuit Court of Appeals 
held (134 Fed. 571 [1 T. M. Rep. 37]), on authority of the Elgin 
case, that if the registered trade-mark was invalid, there was no 
jurisdiction to hear the remainder of the quarrel between the 
parties who were citizens of the same state. The Supreme Court, 
in 201 U. S. 172, said “Our jurisidiction depends solely upon 
the question whether the plaintiff has a registered trade-mark 
valid under the Act of Congress.” Again the general principle 
that a jurisdiction once acquired extends to the whole controversy, 
was not considered. The only other touching of the question by 
the Supreme Court which we find is in Stark v. Stark, 255 U. S. 
50, 52 [11 T. M. Rep. 275], where the Laschen case is somewhat 
casually cited as indicating this limitation on the federal trial 
courts. Geneva Co. v. Karpen, 238 U. S. 254-55, 259, is also 
now cited to the same effect; but that seems to have presented in 
the end a question of venue rather that of subject matter. It 
was in effect held that the restriction of personal jurisdiction over 
a defendant to the district of his residence (or plaintiff's) was 
a fundamental protection to him, and hence that the exception 
permitting him to be sued elsewhere for patent infringement 
would not be enlarged to permit him to be sued away from home 
also for something else, even though the two grounds of suit 
might otherwise be united. The decision cannot well be carried 
further. If the comment (page 259), “the rule otherwise pre- 
vailing respecting joinder of actions in equity cases, must, of 
course, yield to the jurisdictional statute,’ were to be taken at its 
fullest extent, it would be inconsistent with the rule of the Siler 
and Davis cases, supra; and that cannot have been the intent. 

So also we are now cited to Standard Co. v. Trinidad Co., 
220 U. S. 446 [1 T. M. Rep. 10], but that case is not helpful 
here. The point decided was that where there was diverse citizen- 
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ship in a case based upon a registered trade-mark and unfair 
competition, the jurisdiction of the District Court was not so entirely 
dependent on the diverse citizenship, even after a decision that 
the registry was invalid, so as to make the decision of the Circuit 
Court of Appeals final under Sections 128 and 241 of the Code 
(in their then current form). The implications as to what would 
have been the result if there had been no diverse citizenship are 
too indefinite for positive application here. 

Upon the express authority of the Leschen case, this court 
held in Schiebel v. Clark, 217 Fed. 760-770 [5 T. M. Rep. 139], 
that where the patent had been held invalid, jurisdiction could 
not be retained to determine the issue of unfair competition. 

In the Second Circuit Court of Appeals, it was very early 
assumed, without discussion, that if plaintiff in such a case did 
not prevail as to infringement, he could not have relief for unfair 
competition; and the assumption has continued. Burt v. Smith, 71 
Fed. 161, 163; Hutchinson v. Lowey, 163 Fed. 42; Davids v. 
Davids, 192 Fed. 915, 196 [2 T. M. Rep. 45]. 

In the Seventh Circuit Court of Appeals, the question had 
some attention in U. S. Bolt Co., v. Kroncke Co., 234 Fed. 868, 
872 [7 T. M. Rep. 221]; but only collaterally, since it is quite 
clear that the counterclaim for unfair competition there involved 
was not an alternative ground for the same relief sought by the 
original infringement bill. The case is not pertinent to the present 
inquiry; but when the question was more directly involved, that 
court had held that after the patent had been found valid and in- 
fringed, damages could be assessed also for the unfair competition. 
(Ludwigs v. Payson, 206 Fed. 60, 65 [7 T. M. Rep. 47]). Again in 
Farmers Co. v. Beaver Co. 236 Fed. 781, 738 [7 T. M. Rep. 45], 
the same result was reached. In Burns v. Automatic, 241 Fed. 
472, 486 [7 T. M. Rep. 426], damages for unfair competition 
were assessed “in aggravation.” 

From this review of the Supreme Court and Circuit Court of 
Appeals decisions, it is apparent that the inquiry with which we 
started has not been there fully answered. The precise point has 
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had some attention, but not much, in the numerous and conflicting 
reported decisions of the trial courts. 

Three considerations have been suggested for the purpose of 
reconciling or fairly distinguishing the pronouncement in the Elgin 
and Leschen cases and the rule of the Siler and Davis cases. The 
first is that the theory of expansion from one subject to all is a 
rule of convenience in a court of equity and cannot be used to 
supply a lack of jurisdiction. To this it may be answered not only 
that the Leschen case was in equity just as much as the Siler case 
and that the initial incapacity of a federal equity court to con- 
sider and grant legal relief is practically equivalent to lack of 
jurisdiction, but also that the lack of independent jurisdiction in 
the Siler, Davis, Lincoln, Green and Watts cases, to consider and 
decide non-federal questions, was precisely the same as the lack of 
initial jurisdiction in the Leschen case to consider the unfair com- 
petition. Plainly this ground of distinction is not tenable. 

The second one is that in the Leschen and similar cases, the 
two causes of action were distinct, while in the Siler and similar 
cases they were closely related. This is merely the question of 
multifariousness. It was long ago decided in this circuit that, 
where the acts complained of were the making and selling of a 
particular article, the complaint that it was an infringement of a 
patent and the complaint that it was unfair competition did not 
make the bill multifarious (Globe-Wernicke Co. v. Macey, 119 Fed. 
696, 703). This view has been discussed in some of the cases cited, 
and it seems to have been sometimes thought (188 Fed. 734, 242 
Fed. 953) that if the same acts gave rise to both complaints, juris- 
diction might be held for the unfair competition; but not so if the 
two complaints were respectively based on different conduct by 
defendant. Indeed, the former view might well be inferred from 
the assumption stated by Mr. Justice Holmes in the Stark case, 
supra, at page 52; but it is not clear that it could survive com- 
parison with the facts in the Leschen case. There the use of the 
colored strand in the rope was the single act which was thought to 
be both trade-mark infringement and unfair competition—hence 
this reason for distinguishing is not tenable. 
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The third is that the retaining of jurisdiction upon the unfair 
competition issue depends upon the result which has been reached 
as to the validity of the patent or registered trade-mark. In both 
the Elgin and Leschen cases it was decided as the first point that 
there was no valid federal grant, and hence, there was in truth 
no controversy arising under such grant; while in cases depending 
upon a claim of right under the Fourteenth Amendment, the founda- 
tion of federal right does exist. In patent-unfair competition 
cases the plaintiff must first show the existence of the valid patent, 
but, while the court has jurisdiction to hear this question, it has 
none to go further until the first point is established; only then 
may it consider whether the right has been infringed. In consti- 
tutional cases there is no preliminary question; the general federal 
jurisdiction exists, and we come at once to the question of injury 
to the right. There is at least some analogy in cases depending on 
diverse citizenship. The plaintiff or the removing defendant must 
show that fact, and the court has a preliminary jurisdiction to 
determine whether the fact exists; but, if it is found not to exist, 
that is the end of the case; while if it does exist, the court goes 
forward and considers all questions involved. 

From the adoption of the distinction we suggest, there would 
result, in a case of this class, the necessity of overruling a demurrer 
as against the unfair competition feature, and trying out the merits 
of that issue, and then dismissing it without determination if the 
patent or trade-mark registry turned out to be invalid. This is 
not a very satisfactory result, nor are the considerations which 
lead to it entirely conclusive; but it presents to our minds the most 
satisfactory solution of the problem. Accordingly, we conclude 
that since the acts which in this case constitute the claimed infringe- 
ment of a registered trade-mark and the claimed unfair competition 
are, at least in sufficient degree, the same acts, and since it is to be 
assumed that the trade-mark registry was valid, the court had 
jurisdiction to enjoin the unfair competition, although it had de- 
cided that the registered trade-mark was not infringed—and this 
is perhaps particularly true because our finding of lack of infringe- 
ment was based only on the circumstance that the articles marked 
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were not of the same descriptive quality as the registered mark. 
We do not overlook that this conclusion seems to be in con- 
flict with that of the Court of Appeals in the Second Circuit, as 
stated in Bernstein v. Danwitz, 109 Fed. 604, 605 [2 T. M. Rep. 
20], but we cannot be content to accept the view there stated. 
The present application for rehearing is denied. 


A BC Srores, Inc. v. T. S. Ricuey & Co. 
(280 S. W. 177) 


Commission of Appeals of Texas 
February 10, 1926 


Trave-Marxs—Unram Competirion—Ricut to Use Trapve-Name—Nor 

ConveYED BY PurcHase. 

Purchaser of store, with right to use trade-name for stated period, 
from one using such name by permission of another, which imme- 
diately repudiated sale as unauthorized, and so notified buyer, held 
not to have acquired exclusive right to use it by purchase, in absence 
of evidence that seller had adopted and used it otherwise than by 
permission. 

Same—Same—Porcnaser Hetp not Entiriep to Prorecrion or Trave- 

Name anv Device Usep By SEER. 

Where defendant, operating retail grocery stores, had used trade- 
name and advertising device in Galveston and Houston long before 
their use by store in Beaumont with defendant’s permission, held that 
purchaser of Beaumont store, having knowledge of facts, was not 
entitled to exclusive use of name as against defendant, on ground of 
priority of adoption and use. 

Same—Same—Same—Srate Sratutes—TEexas. 

Registration of trade-name and advertising device with secretary 
of state, under Rev. St. 1925, Art. 851, gave registrant exclusive use 
thereof throughout state as against purchaser from permissive user, 
who had not acquired exclusive use by purchase or prior use. 


In equity. Decree for plaintiff was affirmed by the Court of 
Civil Appeals (266 S. W. 551), and defendant brings error. Re- 
versed and rendered. For opinion below, see 15 T. M. Rep. 470. 


Boyles, Brown & Scott, of Houston, Tex., for plaintiff in error. 
F. M. Sheffield and Archie L. Shaw, both of Beaumont, Tex., 
for defendant in error. 
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Bisuop, J.: On December 12, 1923, T. S. Richey & Co., a 
corporation engaged in the retail grocery business in the city of 
Beaumont, filed this suit in the Fifty-eighth District Court of Jef- 
ferson County, against the A B C Stores, Inc., doing a similar 
business in Galveston and Houston, and others, for damages and 
to enjoin them from using the trade-name “A B C Stores,’ and from 
making use of an advertising device consisting of A B C blocks, 
with blocks B and C as a base, and block A on top, and on the side 
of A the words “Self-serve, self-save,”’ and on the side of block C 
the words “Quality goods.” 

In its petition, it alleged that on or about the 21st day of 
October, 1922, the Texas Food Shop, a corporation, opened a 
grocery business in the city of Beaumont, and adopted said business 
name and device as its method of advertising its business; that it 
continued to use said name and device until about January 1, 1928, 
when it sold its business, together with the right to use said name 
and advertising device, to the plaintiff, T. S. Richey & Co., and 
that since said purchase plaintiff has continued the use of said 
name and device; that on or about November 28, 1928, defendant, 
A B C Stores, Inc., established a grocery business in the city of 
Beaumont, and had begun and was making use of said name and 
device as a method of advertising its business in the Beaumont trade 
territory; that T. S. Richey & Co. was entitled to the exclusive use 
of said name and device in Beaumont, and that the use thereof by 
the A B C Stores, Inc., constituted unfair competition. 

On presentation of the petition, the judge of said district court 
entered an order restraining the defendants from making use of 
said name and advertising device pending hearing, which was had 
on December 31, 1923. On this hearing an order was entered, 
enjoining the A B C Stores, Inc., from the use of said name and 
device, and dissolving the restraining order theretofore granted 
against the other defendants. From this judgment the A B C 
Stores, Inc., perfected its appeal, and the judgment was by the 
Court of Civil Appeals affirmed. 266 S. W. 551 [15 T. M. Rep. 
470}. 

A full statement of the facts established by the evidence is 
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made in the opinion of the Court of Civil Appeals. The material 
facts necessary to the question here discussed are as follows: The 
A B C Stores, Inc., was incorporated under the laws of this state 
in September, 1919. Its first grocery store was opened at Galves- 
ton, and later it added two stores in Houston. In 1920 it adopted 
and began using the advertising device described in the petition. 
In 1921 Ernest Alexander and William A. Ryan organized the 
Texas Food Shop, and opened a store in Beaumont, Tex. The 
Texas Food Shop was incorporated in October, 1922, as alleged. 
Alexander was president of both the A B C Stores, Inc., and the 
Texas Food Shop, and, when the Texas Food Shop was organized, 
the A B C Stores, Inc., permitted it to use the trade-name “A B C 
Store” and the A B C blocks above described, as an advertising 
device, and this name and device were so used by the Texas Food 
Shop until its store in Beaumont was sold to T. S. Richey and Paul 
White, composing the firm of T. S. Richey & Co., on January 5, 
1923. This sale was evidenced by a bill of sale purporting to 
convey ‘the Beaumont store, fixtures, merchandise, and the right 
to use the trade-name ‘A B C Store’ in the city of Beaumont for 
a period of 25 years from May 28, 1923 (the date of the organiza- 
tion of the Texas Food Shop).”’ On the day following this sale, 
the A B C Stores, Inc., having learned that the trade-name was 
purported to have been conveyed, advised Richey that the Texas 
Food Shop did not have the right to convey the trade-name “A B C 
Store.” T. S. Richey was an employee of the Texas Food Shop 
from January 21, 1921, until he and White purchased the store from 
it, and had the control and management of the business from the 
time of its opening until the store was sold to him and White. Soon 
after the sale, the business was incorporated in the name of T. S. 
Richey & Co. 

There is no evidence to indicate that the Texas Food Shop 
adopted and used this trade-name or the advertising device inde- 
pendently of the permissive use given by the A. B. C. Stores, Inc. 

After the purchase of the Beaumont store, T. S. Richey & Co. 
continued to use the trade-name and blocks. 

We agree with the conclusion reached by the Court of Civil 
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Appeals that T. S. Richey & Co., did not acquire the right to 
the exclusive use of the trade-name and advertising device by 
purchase from Texas Food shop. That court, however, held; 
that the prior adoption and use of the trade-name and device of 
advertising employed by the A B C Stores, Inc., in its retail 
grocery business in Galveston and Houston did not give it exclu- 
sive right to use same in Beaumont, to which its market did not 
extend, and that for this reason T. S. Richey & Co., by its con- 
tinuing to use this trade-name and advertising method after its 
purchase from Texas Food Shop, acquired the exclusive right to 
same, and was entitled to equitable relief, enjoining the A B C 
Stores, Inc., from the use of them in the Beaumont trade territory. 
In 38 Cyc. pp. 825 and 826, it is said: 


“The right to a trade-name in which a business is conducted is usually 
of only local extent, and the name will be protected against use by others 
only in the locality where the business is conducted, and the name is 
known. The right is co-extensive with, and limited to, plaintiff’s market. 
The use of the same or similar trade-name or business name in a different 
non-competitive class of business does not constitute unfair competition 
and will not be enjoined. Priority in adoption and user of the name of a 
store or business confers a superior right to the name in the particular 
locality.” 

The question here to be determined is whether T. S. Richey & 
Co., has acquired exclusive right in the Beaumont territory. The 
burden is on it to establish this right before equity will award 
the relief it seeks. 

The A B C Stores, Inc., had not only adopted and used 
the name and blocks at Galveston and Houston long prior to their 
use by defendant in error in Beaumont, but had given the Texas 
Food Shop permission to use them. This use in Galveston and 
Houston, as well as the permissive use in Beaumont, was known 
to T. S. Richey & Co. The use of the trade-name and advertising 
device was continued with full knowledge that the A B C Stores, 
Inc., was instrumental in establishing them as a trade-name and 
advertising device in the Beaumont territory, and was claiming 
the right to use them there. For this reason, we think T. S. 
Richey & Co., is in no position to claim priority of adoption 
and use. 
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On November 26, 1923, the A B C Stores, Inc., filed and 
recorded in the office of the Secretary of State the A B C blocks 
and trade-name as prescribed by the provisions of Article 851, 
Revised Civil Statutes of 1925 (Article 706, Revised Civil Statutes 
1911), and, though it is here seeking no affirmative relief, it is 
claiming that, under the provisions of this statute, T. S. Richey 
& Co., has no right to the name and device. We think this con- 
tention should be sustained. This statute was enacted for the pur- 
pose of conferring a state-wide right to the exclusive use of such 
particular name or device as comes within its terms, and, since 
the evidence in this case shows that the A B C Stores, Inc., had 
complied therewith, and that T S. Richey & Co., had acquired no 
exclusive right to the use of the name or device, either by pur- 
chase or prior user, it should be held to have no right to use 
same either in Beaumont or elsewhere. 

We recommend that the judgment of both the District Court 
and Court of Civil Appeals be reversed, and the injunction issued 
by the District Court dissolved. 

Cureton, C. J.: Judgments of the Court of Civil Appeals 
and District Court both reversed, and judgment rendered dissolv- 
ing the injunction. 


Tue ANDREW JERGENS CoMPANY Vv. BonpEp Propvucts Corp. 
United States District Court, Eastern District of New York 


May 26, 1926 


Trape-Marxs AND TrapE-Names—Unrair ComMPETITION—SviIT TO REsTRAIN 

Use or Name “Woopsury” on Soarp—RuicGutTs or Parties—InsJuNc- 

TIoN May se Issuep AGarinst MANUFACTURER OF Goops SOLD BY 

ANOTHER. 

In an action to restrain the use of the name “Woodbury” on 
soaps made by defendant for one William A. Woodbury, whose use 
of the name had been enjoined in an earlier proceeding brought by 
the plaintiff, held that if plaintiff could stop Woodbury from doing 
certain things, it could also stop defendant from doing those things 
for Woodbury. 

Same—SamME—SAaME—DEFENSE—CESSATION OF Acts COMPLAINED oF—IN- 

FRINGEMENT Basep oN Status WHEN Suir Was Brovcnr. 
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Respecting defendant’s contention that no relief should be granted 
plaintiff because the former stopped the acts complained of after 
suit was begun, held that decision should be made according to the 
facts existing when suit was commenced. 

Same—Same—Same—Errect or TransFer oF Titte—Res Apsupicata— 

Ricut to Use Name AppiicastE To Born Parties Bearine Ir. 

Where, in a former action, the courts permitted John H. Wood- 
bury to use his name on certain goods, despite a transfer to plaintiff 
of such right as to other goods, held that such decision applied also 
to William A. Woodbury, a party to the action. 

Same—Same—Same—Lazets AND COoONTAINERS—MIsLEADING Worpinc— 

Dist1ncuisHinG Use or Name “Woopsury” Reaquiep. 

Although entitled to use the name “Woodbury” on soaps made 
for William A. Woodbury, defendant held bound to mark such soaps 
in such a manner as to clearly inform the purchaser, however unwary 
and careless, that he is not buying the original “John H. Woodbury 
Facial Soap,” or some new brand thereof. 


Keyes Winter and John C. Pemberton, both of New York 
City (Walter A. DeCamp, Edward S. Rogers, Allen M. 
Reed, all of Chicago, IIll., of counsel), for plaintiff. 

A. P. Bachman, of New York City, for defendant. 


Incu, J.: This is a suit in equity. Plaintiff by bill and sup- 


plemental bill seeks to restrain defendant from unfairly compet- 
ing with plaintiff by the alleged misuse of the name “Woodbury” 
upon toilet soap and the alleged imitation of the plaintiff's wrap- 
pers, etc. 

The defendant duly answered and the issues have been duly 
tried. 


Plaintiff is an Ohio corporation and is the successor to a 
partnership Andrew Jergens and Company (all of Cincinnati, 
Ohio). 

The defendant is a corporation organized and existing under 
the laws of the State of New York with its office in Brooklyn, 
Eastern District. 

Both plaintiff and defendant are therefore citizens of differ- 
ent states, and the jurisdiction of this court is sufficiently estab- 
lished. 

Both plaintiff and defendant are engaged in the manufacture 
of soap, the difference being that plaintiff manufactures and sells 
its own soap, while defendant in 1924 made an arrangement by 
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which it has manufactured soap for one William A. Woodbury 
who is not a party to this suit. 

Woodbury apparently supplied defendant with formulas and 
the labels, wrappers, etc. 

The defendant made the soap, wrapped, boxed and distributed 
it on orders from said Woodbury. 

It seems to me, therefore, that in deciding the rights of the 
parties it is not improper to say that if the plaintiff can stop 
Woodbury from doing certain things it can also stop defendant 
from doing those things for Woodbury. (Sazlehner v. Eisner, 
179 U.S. 19.) (Nim’s, Unfair Competition [2nd Ed.] page 667.) 

It likewise follows that if Woodbury has the legal or equitable 
right to do certain things he can do them himself or through others 
so far as unfair competition is concerned. 


I mention this for the reason that parts of the controversy 
indirectly presented here would appear to have been thoroughly 
litigated in other courts between various Woodburys and plaintiff. 
Such decisions (hereafter referred to) seem to have decided many 


of the important rights belonging to the parties before such courts 
and will be followed by this court. 

However, so far as unfair competition by defendant is con- 
cerned, even though defendant insists that it is doing what it 
does, upon orders by, or contract with, William A. Woodbury, 
such decisions, do not seem to be adjudications of the particular 
issue now presented. The subject matter of this suit is new, differ- 
ent, and a question of fact and the present suit depends on its 
own facts. 

Plaintiff is seeking to stop the defendant from “unfairly com- 
peting” or as has lately been said, is seeking to enforce “the 
law of fair dealing.’ (Nims, Illinois Law Review, Vol. 20, No. 5, 
page 532.) 

It does not seem necessary for me to cite the very great 
number of cases on this subject, each largely depending on its 
own facts. 


“These cases obviously apply only where the defendant adds to his 
own name imitation of the plaintiff's labels, boxes or packages, and 
thereby induces the public to believe that his goods are those of the 
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plaintiff. A man’s name is his own property, and he has the same 
right to its use and enjoyment as he has to that of any other species of 
property. If such use be a reasonable, honest and fair exercise of such 
right, he is no more liable for the incidental damage he may do a rival 
in trade than he would be for an injury to his neighbor’s property by 
the smoke issuing from his chimney, or for the fall of his neighbor’s 
house by reason of necessary excavations upon his own lands. These 
and similar instances are cases of damnum absque injuria.” Howe Scale 
Co. v. Wyckoff, Seamans, etc., 198 U. S. 118, pages 134-135. 

It is also apparent, that, in the growth of this branch of 
the law, a search is being made for some term, comprehending 
more than mere “competition.” Oftentimes the real wrong is a 
“misappropriation” by one party of the property of another, a 
“taking,” unfairly and without compensation, of another’s property, 
such as exists in cases of advertising. (Hilson v. Foster, 80 Fed. 
896, page 897.) 

I have received the depositions offered by plaintiff. An ex- 
ception is given to defendant. In considering them I have not 
overlooked, but on the contrary have very carefully considered, 
the numerous objections to portions of each deposition. Some of 
these objections are undoubtedly well taken, but it would seem 
neither necessary nor possible to set forth in this opinion each 
objection and ruling. Suffice it to say that while I do not consider 
the defendant in any way bound by statements alleged to have 
been made by shopworkers and others, in the absence of proof 
that defendant was a party in some way to same, and therefore 
have not considered such testimony in coming to my conclusions, 
yet I have taken the depositions and such parts as I have deemed 
plainly competent, for what they are worth, and from same I find 
sufficient to satisfy me, that a real, important, and widespread 
confusion between the goods of plaintiff and that put out by de- 
fendant exists, not only in local markets, but throughout this 
country. 

Defendant indicates that no relief should be granted plaintiff 
for the reason that after the suit was commenced the defendant 
stopped all work complained of. It seems to me that I should 
decide according to the facts existing at the time suit was com- 
menced. (Vick Co. v. Vick Co., 11 Fed. [2d] 33, page 35 [16 
T. M. Rep. 67].) 
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The following facts should be stated: The plaintiff corpora- 
tion is the successor of a partnership of a similar name which for 
over a quarter of a century has been making soap. Prior to 1901 
it manufactured soap for one John H. Woodbury, who was then 
the head and brains of the Woodbury Dermatological Institute, in 
which the said John H. Woodbury, a cousin William A. Woodbury 
and one P. M. McCargo, were interested. The said William A. 
Woodbury’s duties “ seem to have been those of a general manager 
with more or less supervision over all of the departments of the 
Institute but in charge particularly of its advertising.” (Andrew 
Jergens Co. v. Woodbury, Inc., infra [11 T. M. Rep. 192].) 

On June 13, 1901 a written agreement was entered into 
between said partnership (to which plaintiff succeeded) and the 
said Woodburys, McCargo and Woodbury Institute, by which the 
Jergens Company for the sum of some $200,000, etc., purchased 
eight different commodities among which was a well-known “facial” 
soap, and the vendors “duly assigned, transferred and delivered to 
the vendee all and each of their right, title and interest in and 
to the aforesaid soap, etc., together with all trade-marks, copy- 
rights and privileges of every name and nature whatsoever ap- 
purtenant to the ownership thereof.” 

As I have said, the Jergens Company, prior to this purchase, 
had been making this soap for the Woodburys. The agreement 
simply meant that they now owned for themselves that which had 
previously been manufactured by them (at least, so far as soaps 
go). 

The Woodburys apparently had spent considerable money 
and skill in advertising this “facial” soap. It had a trade-mark 
connected with its sale, consisting of a neckless head of John H. 
Woodbury and the name “John H. Woodbury’s” above his head 
in large type. 

This soap became very popular, especially in connection 
with the so-called “beauty business.” 

In fact, so far as I can see, this was about all there was 
to the Dermatological Institute, and the considerable sum at that 
time paid by Jergens Company would indicate that, in those days 
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of a dollar with larger purchasing power, it was considered by all 
parties extremely valuable. 

There were other soaps and preparations still retained by the 
vendors. Whether or not they were really worth anything does 
not seem to me to be so apparent. (See defendant’s Exhibits U 
and V and testimony of Peyton R. McCargo S. M. 92.) 

The effect of this purchase agreement of 1901 has already 
been, to some extent, considered by the decisions in the said litiga- 
tions between plaintiff and the Woodburys. 

After 1901, the Jergens Company, first as a partnership and 
later as a corporation, entered into a very extensive advertising 
campaign running into enormous sums of money, as a result of 
which the previous good impression and somewhat wide reputation 
of this Woodbury’s “facial” soap, (in my opinion the principal 
soap of said vendor), was tremendously increased and extended, 
and, as is natural, the consumers, whether individual or merchant, 
soon fell into the easy way of referring to this soap as the ““Wood- 
bury soap.” It was but a short step from this to the considering, 
by the public, of “any” soap called “Woodbury” to be from the 
same source. 

In other words, it has already been found that the surname 
“Woodbury” had acquired a “secondary” meaning. (Jergens v. 
Woodbury, Inc., infra.) 

In 1905 the Institute entered into an agreement with a New 
York corporation, by name The Woodbury Company, which con- 
tract has been construed as conveying all rights to use the trade- 
name “Woodbury” that the said “Dermatological Institute” had 
“theretofore enjoyed,” save only “such limited rights” as were 
granted it by the said agreement of 1901 between the Jergens Com- 
pany and the Woodburys, et al. (Jergens Co. v. Woodbury, Inc., 
infra.) 

In 1908, the Institute went into bankruptcy and the Jergens 
Company obtained an assignment from a trustee in bankruptcy, 
through a third person, of all the right, title and interest of the 
“Woodbury Dermatological Institute, Bankrupt,” in the “trade- 
mark,” together with an “exclusive” right to manufacture and sell 





282 SIXTEEN TRADE-MARK REPORTER 


a number of other proprietary toilet articles. The effect of this 
assignment has also been considered. (Jergens Company v. Wood- 
bury, Inc., infra.) 

We have, therefore, in 1909, the Jergens Company carrying on 
this extensive advertising and business of selling Woodbury’s 
“facial soap,” etc., with the Woodbury Dermatological Institute 
completely denuded of all assets, by the 1901 agreement, plus 
the 1905 agreement, and if anything had been left, by the 1909 
agreement. 

From that time on there has been no such thing as the Wood- 
bury Dermatological Institute. Also, John H. Woodbury died 
in 1909. 

These facts are significant, for the general public have not 
gone into these details, and their continued belief that the one 
source is the original Woodbury and his Woodbury’s Institute, ap- 
pears to me to be a fact from the record here. 

We now come to the first, of what I deem to be a series, of 
efforts of others to enjoy the advertising paid for by plaintiff. 

Several years before John H. Woodbury died and after he 
with the others had duly entered into the agreement with the 
Jergens Company on June 13, 1901, he and a concern called 
““Woodbury-McGrath Company,” started to sell to the public what 
was termed “Woodbury’s New Skin Soap.” This sort of unfair 
competition with the Jergens Company, which, as we have seen, 
had previously paid a*great deal of good money to this Woodbury 
and his associates, for his Woodbury’s “facial” soap, and had 
been promised that it could enjoy the “privileges of every name 
and nature whatsoever appurtenant to the ownership thereof,” com- 
pelled the Jergens Company to seek an injunction. This was 
done in the courts of the State of New York. Jergens Co. v. 
Woodbury, et al., 197 N. Y. 66 (reargument denied, 197 N. Y. 
581). 

The Jergens Company succeeded in the lower court in obtain- 
ing an injunction restraining John H. Woodbury and his associates 
from manufacturing or selling any soap, under the name “Wood- 
bury,’ or under any name which contains “Woodbury” or any 
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soap so manufactured, wrapped or sold as to lead or be calculated 
or designed to mislead the public or the trade to believe that the 
same is ““Woodbury’s soap” or “Woodbury’s facial soap’ or the 
soap manufactured by plaintiff (Jergens Company) under the 
name Woodbury, or a new or improved brand thereof. 

The Appellate Division of the Supreme Court unanimously 
affirmed this decision. The Court of Appeals modified this judg- 
ment stating: 


“It follows that the injunction embodied in the judgment is right 
so far as it is effectual to restrain the defendants from using the name 
‘Woodbury’ in connection with any of the articles specified in the con- 
tract and also so far as it restrains them from making and selling 
‘Woodbury’s New Skin Soap.’ It goes too far, however, in forbidding 
the defendants from using the name ‘Woodbury’ on other soaps or in 
connection with other articles, where such use is not deceptive or mis- 
leading.” 

“The judgment should be modified by striking therefrom the restrain- 
ing paragraph and substituting therefor the following: ‘Adjudged and 
decreed that the defendants, John H. Woodbury and the Woodbury- 
McGrath Company, and their respective agents, servants, attorneys, 
officers and employees and all persons claiming under them or either of 
them since June 13, 1901, be perpetually restrained and enjoined from 
selling or offering for sale the soap known as Woodbury’s New Skin 
Soap or any other soap under such a name or designation, or put up or 
prepared in such a manner as to be calculated to lead the public or trade 
to believe that in purchasing said soap they are purchasing Woodbury’s 
Facial Soap or a new brand thereof.” Jergens Co. v. Woodbury, 197 
N. Y. pages 67-68. (Italics mine.) 


It would seem therefore that the Court of Appeals plainly 
decided that John H. Woodbury could continue to use his name 
in spite of the 1901 agreement. If John H. Woodbury could do 
so, I see no reason to distinguish William A. Woodbury who also 
was a party to that agreement. (It is defendant’s claim that it is 
only manufacturing and etc., these soaps now complained of by 
plaintiff as to wrappers, etc., for William A. Woodbury.) 

Therefore, while it has been substantially decided that any 
party vendor to the 1901 agreement can continue to use his 
individual name in connection with soap, yet it has been made 
clear that plaintiff is not to be confined within the rigid and narrow 
limitations of the word “facial” when applied to soap, but that, 
on the contrary, if the facts of the particular case indicate that 
the public is being confused and misled and deceived into believing 
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something to be true that is false by the advertising or merchan- 
dise of a “Woodbury,” then such “unfair competition” or “unfair 
dealing” or “misappropriation” will not be allowed to continue 
simply because a different word than “facial” had been used to 
designate the soap. In other words if the public or trade had 
been led to believe by reason of the manner in which it is put 
up or prepared for the market that in purchasing same that they 
are purchasing Woodbury’s “Facial” Soap or a new brand thereof, 
then such acts on the part of a defendant, even though he be a 
“Woodbury,” will be restrained. 

So much then for the above decision and its effect on the issues 
now presented before me. 

We now come to the second decision which is Andrew Jergens 
Company v. Woodbury, Inc., 273 Fed. 952, affirmed 279 Fed. 
1916, certiorari denied 260 U. S. 728. 

This decision represents the determination of a suit brought 
by plaintiff against William A. Woodbury Distributors, Inc., Wood- 
bury, Inc., and Woodbury System, Inc. It indicates that after the 
death of John H. Woodbury and the said decision in the State 
Court of Appeals, the Jergens Company encountered new com- 
petition in the sale of its “facial soap” by reason of a confusion 
by the public as to soaps made by William A. Woodbury. It 
accordingly sought an injunction. 

Among other things the Court found as follows: 

“It cannot be denied that the evidence discloses that some confusion 
exists in the public mind as to the origin of the articles of the respective 
parties, yet, so far as I have been able to discover from the evidence, 
such confusion as does exist arises from the exercise of the legal rights 
of the respective parties, and not from any wrongful act of the distribu- 
tors. Such confusion seems wholly attributable to the fact that two 
separate and distinct corporations, deriving their title from a common 
source, have the right to use the same mark and name upon different 
articles and preparations of the same general class, and to the further 
fact that an individual has, subject to certain conditions (observed, I 
think, by the distributors), the right to use his name in his business, 
although his surname may have acquired a secondary meaning, and to 
transfer that business to a corporation bearing his name. Howe Scale 
Co. v. Wyckoff, Seamans, Etc., 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 


972; Waterman Co. v. Modern Pen Co., 235 U. S. 88, 35 Sup. Ct. 91, 
59 L. Ed. 142 [5 T. M. Rep. 1]. 


“* * * While I have given this limited detailed consideration to the 
question of infringement of complainant’s rights by the distributors, 
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I do not understand the complainant to contend that the defendants or 
any of them have violated or threatened to violate any rights which the 
Jergens Company claims under the 1901 contract. Its charges of infringe- 
ment having been predicated mainly, if not entirely, upon the hypothesis 
that it has the sole and exclusive right to use the neckless head trade- 
mark and the name ‘Woodbury’ upon toilet articles and dermatological 
preparations.” Andrew Jergens Co. v. Woodbury, Inc., 273 Fed. 952 
page 966. ( Italics mine.) 

This decision was affirmed by the Circuit Court of Appeals. 

Accordingly, it has been clearly decided by two previous 
courts, in litigations between the Jergens Company and the other 
parties to the said 1901 agreement, that plaintiff has not the exclu- 
sive rights to the word “Woodbury,” that William A. Woodbury (and 
during his life time John H. Woodbury), could and can use their 
own names in the manufacture of soap, that even though the name 
“Woodbury” has received a “secondary meaning’ in the minds 
of the public, there is no exclusive right thereto in the Jergens 
Company. 

It would seem to have been left open, upon proof of facts, 
belonging to each case, for a court of equity to ascertain, whether 
or not a “Woodbury,” by himself, or through another, and in 
spite of all the above rights to use the name, is deceiving “the 
public” into thinking that his soap is plaintiff’s “facial” soap or a 
new brand thereof. 

By “the public” we mean “that vast multitude which includes 
the ignorant, the unthinking and the credulous who in making pur- 
chases do not stop to analyze but are governed by appearances 
and general impression.” (Florence Mfg. Co. v. Dowd, 178 Fed. 
73 [1 T. M. Rep. 289].) 

The issue thus left after considering the above rights, agree- 
ment, etc., as construed by previous and controlling decisions, be- 
comes narrow and dependent largely on the facts. Let us now con- 
sider this issue. 

Plaintiff complains among other things of the use, by defend- 
ant in wrapping soap for William A. Woodbury, of the wrappers, 
“Woodbury’s Calamined Soap,” “Woodbury’s Skin Soap” (Bill of 
Complaint) and “Skin Soap, William A. Woodbury, Ideal.” 

I have decided to limit my consideration to these soaps con- 
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cededly made and wrapped by defendant. There is some confusion 
about others. Therefore I am deciding as to ‘“Calamined Soap” 
(1924) the “Skin Soap, with black wrapper” and the “Skin Soap, 
with the blue wrapper” (1925). 

The plaintiff, in view of the decisions, cannot yet hope to 
have an adjudication, that to it, alone, belongs the word “Wood- 
bury.” Eventually there may be no “Woodbury” left to take the 
field of soap manufacture and assert a right to the name and such 
right because of the non-existence of a rival business may become 
exclusive. The trade-mark functions only when connected with 
an existing business. (Hanover Milling Co. v. Metcalf, 240 U. S. 
248 [6 T. M. Rep. 149]; United Drug Co. v. Rectanus, 248 U. S. 
90 [9 T. M. Rep. 1].) But I should imagine from the experience 
shown in the past twenty-five years that this situation is far distant. 

Nor does it seem to me possible for plaintiff, by force of 
expenditure of great sums of money, in an effort to emphasize 
the single word “Woodbury,” as some of the exhibits indicate, to 
enlarge its rights in this name beyond that allowed by the courts. 

Far better, it would seem to me to be, for plaintiff to com- 
mence to inform the public that the original and famous Wood- 
bury’s “Facial” Soap was manufactured by it for Woodbury and 
that the Jergens-Woodbury soap is the soap they want. 

Simply because the “Calamined” soap of William A. Wood- 
bury is a ten cent cake, while plaintiff's soap costs more, affords 
no reason to interfere. “The mere fact that one knows that cheap 
goods sold by him to the trade, stamped with his name, can and 
will be sold by a dishonest dealer under representations that they 
are manufactured by a company of established reputation having 
a similar name, which manufactures a high class of goods, does 
not justify an injunction against the use of such stamp.” Rogers 
v. William Rogers Co., 70 Fed. 1019. 

The Court should be most cautious not to interfere, without 
proper cause, in business ventures between individuals, and the 
right of a man to use his own name has rarely been prohibited. 
As has been said “judicial paternalism should be avoided. There 
should be no officious meddling by the Court with the petty details 
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of the trade, but on the other hand its process should be promptly 
used to prevent an honest business from being destroyed or in- 
vaded by dishonest means.” (Hilson Co. v. Foster, 80 Fed. 896.) 

The facts in the case of Westphal v. Westphal, 216 A. D. 53, 
215 N. Y. S. 4 [16 T. M. Rep. 189] (App. Div. 1926, not yet 
reported) are very different from the facts here. There the Court 
says: “The evidence shows and is uncontradicted that the presi- 
dent of the defendant, young Paul Westphal, has threatened to 
destroy plaintiff and to drive it into bankruptcy by appropriating 
the name “Westphal.” And even in that case, two of the justices, 
dissented, on the ground “the injunction is too broad, it absolutely 
restrains the use by defendant Westphal of his own name.” 
Finally, while that case should be considered with the utmost care, 
dut to the high authority from which it comes, it is not the same 
as a final decision by the Court of Appeals of the state. 

I think I may reasonably infer that the courts of the State 
had before them the 1901 agreement in the suit of Jergens Com- 
pany v. John H. Woodbury, supra. It is plainly shown that such 
agreement was before the Federal Courts in the case of Jergens 
Company v. William A. Woodbury, et al., supra. In the State 
Courts we have an injunction allowed, by the highest court, pre- 
venting, on the facts found, the sale by John H. Woodbury, be- 
cause of its wrappers, etc., of a “New Skin Soap.” In the Federal 
Courts we have the statement, above quoted, to the effect that 
nothing therein decided was to be considered as affecting a proved 
violation of the agreement of 1901. 

Bearing the above in mind, I have examined the wrappers 
complained of, and the method pursued by defendant, for William 
A. Woodbury, in merchandising the “Calamined” and “Skin” and 
“Ideal” soap, and am satisfied, on the facts proved, that to the 
extent to be indicated in this opinion, defendant has been unfairly 
dealing, unfairly competing, and unfairly appropriating. 

In doing this, I assume that William A. Woodbury has a 
right to use his own name in making soap. I also assume that 
plaintiff has no exclusive right to the name “Woodbury” in con- 
nection with a cake of soap. I am equally well satisfied, that the 
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proofs sufficiently show, aside from all incompetent testimony, that 
the general public has been greatly confused between soap made 
by defendant for William A. Woodbury, and that made by plain- 
tiff, in the form of John H. Woodbury’s “Facial” Soap, that such 
confusion has been intentionally caused by William A. Woodbury 
and carried out by defendant. 

So far as I can see, the Woodbury’s “Facial” Soap was the 
first to become, and remains so today, the most prominent ““Wood- 
bury” soap on the market. The plaintiff has been associated with 
its manufacture and sale for over a quarter of a century. In this 
sense, plaintiff's soap has been the first on the market. Second 
comers in the market, while they should be allowed all reasonable 
opportunity to expand their business, nevertheless should and could 
avoid, and in fact under ordinary circumstances should be anxious 
to avoid, confusion of their product with that of another. It is not 
the province of this court to designate the kind of change or char- 
acter of that type that would accomplish this result, although this 
occasionally has been done. (Donnell v. Herring, 208 U. S. 267, 
page 274; Baker v. Sanders, 80 Fed. 889, page 895; Waterman 
Co. v. Modern Co., 235 U. S. 88, supra.) 

I fear, however, that any such allowed use here of such dis- 
tinctions unless very carefully used would probably result in the 
same subtle deceit now apparent in defendant’s wrappers, etc. 

Sincerity and not subterfuge is required. 


“Where the name is one which has previously thereto come to indicate 
the source of manufacture of particular devices, the use of such name 
by another, unaccompanied with any precaution or indication, in itself 
amounts to an artifice calculated to produce the deception alluded to 
in the foregoing adjudications.” (Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169, page 188.) 

“The fair and honest use of a person’s own name in his ordinary and 
legitimate business, although to the detriment to another will not be 
interfered with. A tricky, dishonest, and fraudulent use, of a man’s 
name, for the purpose of deceiving the public and of decoying it to a 
purchase of goods under a mistake or misapprehension of facts will be 
prevented.” Rogers v. Rogers, 70 Fed. 1017. (Opinions of Shipman and 
Wallace.) 


Thus it would seem to be required that the defendant must 
wrap and vend its soap so as to make it plain, “even to the ignorant 
and unwary person,” that its soap is its own and not that of plain- 
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tiff’s. A defendant must be sincere and not “slick,” however much 
the inducement. He should not deliberately confuse, in the minds 
of the public, the source of his wares. 

As has been said: 

“As usual in such cases the alleged infringer insists that he had no 
intention to dress up his goods to resemble complainant’s; that, on the 
contrary, the very identity of surnames ‘Baker’ made him all the more 
careful to avoid any confusion therefrom * * * his success in accentuat- 
ing differences has certainly not been remarkable and it is curious to 
note how frequently in cases of this kind the designer’s efforts to produce 
wrappers, labels, and inscriptions, which shall be distinctly character- 
istic, of some new make of goods result only in producing confusion 
with some earlier and well-known brand.” (Walter Baker v. Sanders, 
80 Fed. 889, page 892.) 

Bearing in mind the agreement of 1901 between William A. 
Woodbury and others and the Jergens Company and particularly 
the clause by which the former sold to the latter “privileges of 
every name and nature whatsoever appurtenant to the ownership” 
of the famous Woodbury “Facial” Soap, the decision in the case 
of the original John H. Woodbury that he could not unfairly com- 
pete with the Jergens Company in selling a ‘““New Skin Soap” or 
what the public might confuse with “a new brand of facial soap,” 
and the fact that the proof in this case plainly shows the first and 
best known “Woodbury soap” in the market, was the soap put out 
by the “Institute” and that the public has become so used to con- 
sidering this soap as not to distinguish it from other soaps and 
that by the very long-continued association of the Jergens Com- 
pany with the manufacture and sale of this particular soap, and 
its immense advertising of that fact, together with the fact that 
over sixteen years ago the Institute disappeared entirely in bank- 
ruptcy, and no longer exists (a fact to which the general public 
probably never gives a thought, so that the identity of source of the 
Jergens soap is still found to be in that direction), it would seem 
to me that the “privilege,” if any there be, of having no confu- 
sion in this regard, produced in the minds of the public, was a 
“privilege” distinctly granted to the Jergens Company by the 
agreement of 1901 when it was made with the Jergens Company by 
this same William A. Woodbury among others. 








290 SIXTEEN TRADE-MARK REPORTER 


I am convinced that defendant, as well as its principal or 
joint tort feasor, are well aware of this situation. 

I am not aware that any of these soaps, such as “Calamined,” 
“New Skin” or “New Skin Ideal,” were ever made or sold by the 
“Institute.” They apparently are the new product of William A. 
Woodbury. Certainly, so far as I can see, the designs of the wrap- 
per are new. 

There is no exclusive right in the mere color of wrappers. The 
wrong, if any, exists when a fraud on the public is caused by the 
use of similar colors, as an element, in the real deceit forbidden, 
to wit, the intentions and deliberate confusion, misleading the pub- 
lic to believe that both products are apparently from a same well- 
known source. It is the “ordinary purchaser” that is to be pro- 
tected from this confusion. (Von Munn v. Frash, 56 Fed. 830.) 

It has been well said “it is so easy for the honest business 
man who wishes to sell his goods upon their merits” to avoid this 
confusion. (Florence Co. v. Dowd, 178 Fed. 78 [1 T. M. Rep. 
289}].) 

Moreover, while a man may have the right to use his own 
name, this might seem to be his whole name, not necessarily but 
a portion thereof, particularly where, by emphasizing that portion, 
the facts show that a confusion has been deliberately caused. How- 
ever, I shall consider this determined in defendant’s favor by the 
previous decision in the Federal Courts. 

There has been no decision presented to me that this defendant 
or William A. Woodbury has the right to use “collateral informa- 
tion,” however true in fact it may be, except where allowed by 
contract, or “fair dealing,’ where the use thereof, in connection 
with the man’s name, creates a confusion causing damage which 
should and can be avoided. 


Furthermore, if, in all fairness and equity, the “privilege,” 
if any there be, to use such “collateral information” would seem 
to have been expressly agreed upon, in writing to belong to one 
party to the agreement, the other party should not proceed to use 
such information, in order to confuse the public, and injure the 
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first party’s right to sell its products, which it has honestly and 
fairly obtained. 

In cases where the imitation and confusion are deliberately 
caused by crude and bold methods no difficulty is experienced by 
the courts, nor in cases where the product is one that is fraud- 
ulently advertised as the product of another. Where, however, 
there are present certain legal rights, such as the right to use one’s 
name, etc., a plausible argument can always be made by the 
infringer. Yet in just such cases, where the intentional imitation 
and unfair competition is subtle, even more damage may be caused 
because of the inability of the vendor to reach the intelligence 
of the many wholesale, retail, and individual purchasers, who in- 
deed might be ready, themselves, without a warning, to reject 
the more plain and open fraud. 

“The public do not go into the minuter refinements of the 
title or the label.” (Walter Baker v. Sanders Co., 80 Fed. 889.) 

We have here, it seems to me, a case of this subtle advertis- 
ing. 

While most of the relief, really desired by plaintiff, has been 
decided adversely to it, by the decisions in the State Court (Jer- 
gens v. John H. Woodbury, et al., supra) and in the Federal Court 
(Jergens v. Woodbury, Inc., supra) there still remains, not only 
because of the agreement of 1901, but because of the facts of this 
case, an “unfair dealing” or “competition” or “misappropriation,” 
by defendant by and for the said William A. Woodbury and shown 
in the wrappers complained of, in the Bill of Complaint and sup- 
plemental Bill of Complaint. 

Aside from the general appearances and the emphasizing of 
one part of the name without any attempt to plainly show that 
its producer has no connection whatever with the manufacturers 
and sellers of the famous John H. Woodbury’s “Facial Soap,” 
we find the following references, in each, to the equally famous 
“John H. Woodbury” and “Woodbury Institute” both of which 
long ago ceased to exist. The former has been plainly identified 
by plaintiff by the expenditure of a great amount of plaintiff's 
money through a period of some twenty-five years, with plaintiff's 
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soap. The latter to a less extent has been so identified. William 
A. Woodbury must know this. 

It seems to me such references are not unintentional or in- 
advertent. They have been found to have value and to have 
occasioned a profit by creating a confusion as to the source of 
the soap made by defendant and that made by plaintiff. 

As I have said I do not believe that it has been decided by 
any court that a right to set forth this “information” on the part 
of defendant or William A. Woodbury exists, and where, as I 
believe it does, it is used to create a “confusion” in the minds of 
the public, it constitutes an “unfair act” in the sale of soap, which 
a court of equity can stop. 

I suppose anybody can call himself a “famous author” or 
“dermatologist,” although a greater portion of the time he had 
been engaged in advertising. It is likewise natural, perhaps, to 
hold in high regard, and keep same before the public, a cousin 
who had become famous as a soap seller; but if the result is that 
“the public” confuses the “cousins” and confuses the “dermatolo- 
gists,’ there would seem to be a necessity for a plain statement 
of “who is who,” so that there need be no confusion whatever in 
a purchaser’s mind, as to the source of soap now offered to him. 

We find in each of the wrappers complained of, a reference 
as follows: 






Wm. A. Woodbury was Managing Director & President 
of the famous Dermatological Institute during the years of its 
greatest growth and reputation. 













Wm. A. Woopsury 


Wm. A. Woodbury is recognized as the greatest living 
authority on Beauty Culture being the author of its popular 
textbooks, and having managed for years the famous Dermato- 
logical Institute founded by the late John H. Woodbury. 

Therefore his name on any toilet article means: high quality 
ingredients, compounded by expert chemists according to modern 
— perfected by years of experience catering to a critical 
public. 


(Exursir B Woopzsury’s CaLaminep Soap.) 
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Wm. A. Woodbury was for years Managing Director and 
President of the celebrated Dermatological Institute founded by 
the late John H. Woodbury. 


Based on two generations of experience, this Soap is offered 
as the Standard Detergent for cleaning the skin and clearing 
the complexion. 





(Sxin Soap Woopsury Exuisir B s.) 





Wm. A. Woodbury was for years Director and President of 
the celebrated Dermatological Institute founded by John H. 
Woodbury. 


Based on two generations of experience, this Soap is offered 
as the Standard Detergent for cleaning dry, fine, delicate skin, 
and clearing and beautifying the complexion. 





(Skin Soap Ipeat Exuisit B 6.) 


For what purpose, therefore, and by what right, in fair 
dealing, does this William A. Woodbury, by defendant, constantly, 
and in various forms, reiterate to the trade, the name of his famous 
cousin “John H. Woodbury,” that his soap is perfected by years 
of experience, in connection with his management of the equally 
famous “Woodbury Institute.” 

William A. Woodbury’s soap may be in itself a fine article; it 
may be every bit as good, in every way, as any other soap on 
the market; but why this widely advertised clinging to the reputa- 
tion made by the “original Woodbury” with the subtle use of 
names and source, innocent in themselves, if carefully read, but 
entirely misleading to an ordinary purchaser unaware of the 
subtlety which is misleading him. 

Of course, the purpose is to confuse the trade and make a 
purchaser believe that “William A. Woodbury” and “John H. 
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Woodbury” are for all useful purposes the same source (although 
one made the soap and the other advertised it); that the cake of 
soap now offered is not only from the same source as that of 
plaintiff, but that it has the same excellent qualities and standard, 
which the purchaser has been taught for twenty-five years, is as- 
sociated with the original “John H. Woodbury’s Facial Soap” and 
Woodbury’s Institute with the additional inducement that this 
“new brand” is a great deal cheaper. The latter while not in 
itself sufficient may not be overlooked where “unfair’’ means 
are being used in a sale. The purpose has succeeded. 

Therefore while I cannot see my way clear, in view of 
previous decisions, to grant the broad injunction asked for in 
Section 1 of paragraph b of this complaint, it does seem to me 
that I am justified, on the facts here, in granting an injunction 
as asked for in Section 2 of paragraph b to the extent of requir- 
ing a plain express disclosure on each wrapper sufficient to reason- 
ably avoid the confusion that now exists, and that the defendant 
cease from this subtle advertising of its soaps by reference to 
either “John H. Woodbury” or the Woodbury Dermatological 


Institute, both of whom were parties to the 1901 agreement, as 
well as William A. Woodbury, whose orders, etc., defendant claims 
it is simply carrying out. The “privilege” to use this information 
is in plaintiff, if in anybody. 

As I have said, William A. Woodbury and his associates are 
not before me; the defendant is and therefore it alone can be 


forbidden. 


This does not mean that William A. Woodbury and his as- 
sociates or defendant need stop making soap, but it does mean 
that reasonable and sincere ways must be devised in accordance 
with this opinion and as plainly as possible so that no person, 
however unwary or careless, need longer be confused as to the 
respective soaps or that in buying a William A. Woodbury soap he 
is buying the original John H. Woodbury’s “Facial Soap” original- 
ly put out by John H. Woodbury’s Dermatological Institute or 
some new brand thereof. 

Decree for plaintiff in accordance with this opinion. 
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Ramer Reviews, Inc. v. Service Butietin, INc. 
New York Supreme Court, Special Term, Part V 
March 10, 1926 


Trave-Marxs—CopyricHts—INFRINGEMENT—J URISDICTION. 

An action to restrain the use of a newspaper or magazine title 
cannot be determined on the basis of an infringement of copyright, 
as it is well settled that the federal courts have exclusive jurisdiction 
in all suits at law or in equity arising under the copyright laws of the 
United States. 

Same—Unram Competition—Macazine Tirrte—“Stace & Screen”—Use 
or Name By DerenDANT ENJOINED. 

Defendant, in using as a subtitle to its magazine the words “Stage 
& Screen,” used with priority by plaintiff on a similar publication, 
was guilty of unfair competition, and was enjoined from the further 
use of the words. 

In equity. Action to restrain unfair competition. Injunction 


granted. 


Lewisohn, Niner & Lewisohn, and Hays, Hirschfield & Wolff 
(Edwin Lewishon and S. Wolfgang, of counsel), all of 
New York City, for plaintiff. 

Benjamin Antin (Benjamin Weiss, of counsel), both of New 
York City, for defendant. 


Giennon, J.: The plaintiff is engaged in the business of 
producing, publishing and selling a magazine entitled Stage and 
Screen. It seeks to restrain the defendant from publishing a 
similar magazine under a so-called subtitle of Stage and Screen, 
used in connection with the title The Professional Bulletin. The 
facts upon which the plaintiff bases its right to an injunction are 
in substance as follows: That it selected, adopted and has used 
the name Stage and Screen to designate the title of a magazine or 
periodical to be published by it; that it invested large sums of 
money in the publication of its magazine or periodical; that it 
caused to be printed several so-called dummies which were cir- 
culated; that it entered into advertising contracts, and that the 
first issue of its magazine was actually published, copyrighted and 
placed upon the market for sale prior to the time defendant used 
the so-called subtitle complained of. Very few sales of the dummy 
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copies were made, so that at the very outset it may be said that 
the general public were not acquainted with plaintiff's magazine, 
its nature or contents. The defendant in its original “set-up” 
simply used the title of The Professional Bulletin. At the sugges- 
tion of one of the officers of the plaintiff the defendant in a sub- 
sequent issue used the word “Stage” and also the word “Screen” 
in a comparatively small type for the purpose of indicating the 
contents, since the title adopted by it had very little, if any, mean- 
ing. It is not disputed that the publication of plaintiff and de- 
fendant were printed at the same establishment and that certain 
of the officers of both parties became acquainted in that way. It 
is apparent that the defendant realized the advantage to be derived 
in the use of the words “Stage & Screen” in connection with its 
title The Professional Bulletin, for we find a gradual increase in 
the size of the words complained of coupled with the use of the 
word “and” as a conjunction. Plaintiff claims that defendant by 
unfair tactics has taken advantage of the friendly advice and has 
infringed upon its property rights, and further, since it adopted 
and used the title Stage and Screen in connection with its magazine 
prior to the time that the same title was used by the defendant, 
the latter should be enjoined from appropriating such title and 
unfairly simulating it. This action cannot be determined upon 
the basis of infringement of copyright. It is well settled that the 
federal courts have exclusive jurisdiction in all suits at law or in 
equity arising under the patent or copyright laws of the United 
States (Outcault v. Lamar, 135 App. Div. 110). Furthermore, 
titles of books, magazines and other periodicals are not generally 
covered by a copyright and the mere use or imitation of the title of a 
book or magazine is not an infringement of the copyright. Protec- 
tion, however, is afforded for simulation of titles of books, periodi- 
cals and the like upon the well-known principles of unfair com- 
petition. In Monro v. Tousey (129 N. Y. 38) the question of 
unfair simulation of a title was involved. The Court said in 
part: 

“That the plaintiff would be entitled to the protection of the law 


against the use by others of the words ‘Old Sleuth Library,’ as used to 
describe a series of publications, or against the use of the name ‘Old 
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Sleuth, the Detective’ for a work of fiction, may be conceded. That is 
plainly right and, in order to afford a protection more adequate than 
would be afforded by an action at law, the equity power of the courts 
might be successfully invoked to restrain a similar use by others of such 
names and to prevent a species of literary piracy. This power is exerted 
upon the same principle upon which the Court acts in trade-mark cases, in 
restraining the unauthorized use of the label or sign constituting the trade- 
mark. The theory upon which a court of equity has long acted is that a 
resemblance in or an imitation of the names, signs or marks under which 
another conducts a business is a deception practiced upon the public 
and an injury to the proprietor in the loss of custom and patronage, to 
redress which an action at law for damages is not a sufficiently satisfactory 
remedy. That is the principle we may extract from the often cited 
opinions of Lord Eldon in Hogg v. Kirby (8 Vesey 215), of Lord Lang- 
dale in Knott v. Morgan (2 Keen 213), and of our own chancellors in 
the early cases of Snowden v. Noah (Hopkin’s Ch. 347) and of Bell v. 
Locke (8 Paige 75). A publication is the subject of property, and there 
is no reason why, like every other kind of property, it should not be the 
subject of the law’s protection. To put out a colorable imitation of it, 
by which the public may be easily misled into supposing that it is the 


literary article they had in mind to obtain and read, is an act of deception 
which injures the publisher.” 


This principle was approved and followed in the recent case 
of Fisher v. Star Company (231 N. Y. 414 [11 T. M. Rep. 383], 
which contains a lengthy and clear exposition of rules of law to 
be applied in cases like the present one. Its holding is that where 
there is an infringement or an unfair simulation of a trade-mark, 
including titles of magazines, periodicals, cartoons and the like, with 
the result that the public is misled or deceived, equity will intervene 
to restrain defendant from palming off its property as that of 
plaintiff. In the case of White Studio v. Dreyfoos (221 N. Y. 46 
[7 T. M. Rep. 458]), the basic principles of unfair competition 
were enunicated as follows: ‘The doctrine of unfair trade amounts 
to no more than this: One person has no right to sell goods as 
the goods of another, nor to do other business as the business of 
another, and on proper showing will be restrained from so doing 
(citing cases). Unfair competition may result from representa- 
tions or conduct which deceive the public into believing that the 
business name, reputation or good-will of one person is that of 
another” (citing cases). In this connection it might be well to 
advert to the fact that in another publication controlled by the 
defendant company there appeared an advertisement of defendant’s 
magazine, in which the title of The Professional Bulletin was 
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entirely dropped and that of Stage & Screen adopted, with defend- 
ant’s place of business given as the address where Stage & Screen 
magazine was published. The determination of what constitutes 
unfair simulation of names and titles and unfair competition is 
a question of fact (Fisher v. Star Co., supra; Higgins Co. v. Hig- 
gins Soap Co., 144 N. Y. 462). In this case the defendant is 
guilty of a species of literary piracy. Knowing full well that 
plaintiff was placing on the market a magazine or periodical known 
as Stage & Screen, it nevertheless has made the identical set of 
words its so-called subtitle. If permitted to continue it would 
undoubtedly have entirely eliminated the original and taken unto 
itself plaintiff's title. In pursuing its course of conduct the de- 
fendant has violated the rules of good conscience and fair play. 
In fact, it has seen fit to make use of the friendly advice given it 
by plaintiff’s officer in order to drive the latter out of business. 
Under such circumstances it would be inequitable and unjust to 
plaintiff to permit defendant to profit by its wrong. I am of 
the opinion, therefore, that the defendant should be restrained 
from publishing its magazine in the present form. Submit pro- 
posed findings. 


AmeERIcCAN BoscH MaGneto CorporaTIon v. Rosert Boscu 


Maeneto Co., Inc. 
(215 N. Y. S. 387) 


New York Supreme Court, Special Term 
April 22, 1926 


Sate BY ALIEN Property CusTopIAN To ALIEN, IN VIOLATION OF FEDERAL 
Statutes, Is VomasiteE anp Not Vom. 
Sale by Alien Property Custodian to alien, in violation of Trad- 
ing with the Enemy Act, Section 12 (U. S. Comp. St. 1918, U. S. Comp. 
St. Ann. Supp. 1919, § 311572ff); limiting right of sale to citizens, is 
voidable and not necessarily void. 
Pieaptinc—On Motion To Staike Our Separate Derense as INSUFFICIENT 
1n Law, Derense Must se SustTaINepD 1F rr ContTarns SupportTING 
Facts, NorwiTHsTaNDING IT 18 MULTIFARIOUS, REDUNDANT, oR 
OTHERWISE OBJECTIONABLE. 
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On motion, under Rules of Civil Practice, rules 108, 109, to 

‘ strike out separate defense as insufficient in law, sufficiency of defense 

' must be sustained, if it contains any supporting facts, notwithstand- 

ing it may be subject to attack for multifariousness, redundancy, or 
otherwise. 

Trape-Marxs anp Trape-Names—Uwnrair Competirion—SaLe or SELLER’s 
Rieuts ror Unirep States to Patents anp Contracts RELATING 
Tuereto, Herp Nor a Necative CovENant Nor to ENGaGe InN 
Bustness nv Unirep Srates. 

Sale and assignment of seller’s rights for United States to patents 
previously obtained relating to magneto electric ignition, good-will 
for same territory, and all contracts relating thereto, held not a 
negative covenant not to engage in business in United States except 
in connection with articles mentioned, nor to convey exclusive use of 
seller’s name, or monopoly to conduct business thereunder. 

SamE—SameE—SAa.e or Business To Corporation Ustne SELier’s NamMe— 
Ricut or Seriter to Use Name rn Competine Business. 

Mere sale of business to corporation which embodies seller’s name 
in its corporate title does not prevent seller from entering into same 
kind of business under his own name, but seller may not so employ 
such name as to lead consumers to believe that they are purchasing 
corporation’s products. 

Same—SamE—Derens—e—DeErense THAT Derenpant AcaquirED RIGHT TO 

Use Name From Founper or Prarntirr’s Bustness, Hetp Surri- 

CIENT. 

In action by purchaser of assets of alien corporation from Alien 
Property Custodian to restrain use of family name of founder of its 
business by defendant, held that defense that defendant acquired 
right to use such name through intermediate assignments from founder 
of plaintiff's business, and that it used name in manner clearly 
distinguishing its products from plaintiff's, was sufficient as against 
motion to strike out such defense as insufficient in law, under Rules 
of Civil Practice, rules 103, 109, in view of absence of allegations of 
fraud, that plaintiff paid practically nothing for good-will, and that 
defendant is merely challenging plaintiff's monopoly to use of name. 

Same—SamME—SaME—SAME. 

In view of Trading with Enemy Act, Section 12 ( U. S. Comp. St. 
1918, U. S. Comp. St. Ann. Supp. 1919, § 311542ff), Section 7, as 
amended by Act Cong. Nov. 4, 1918 (U. S. Comp. St. Ann. Supp. 1919, 
§ 3115%2d), defendant’s right to use name, which was family name 
of founder of plaintiff’s business, as part of its corporate name through 
intermediate assignments from such founder, held not to entitle it to 
monopoly of use of such name, as against plaintiff corporation, which 
previously purchased assets of business of corporation entitled to use 

| such name from Alien Property Custodian. 


In equity. On plaintiff's motion to strike out separate de- 
fenses in defendant’s answer, as insufficient in law, and to strike 
out allegations of such defenses incorporated in the counterclaims, 
on the ground that they are frivolous and irrelevant. Motion 
granted in part, and denied in part. 
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Root, Clark, Howland § Ballantine, of New York City (Elihu 
Root, Jr., of New York City, of counsel), for plaintiff, 
for the motion. 

Harvey T. Andrews, of New York City (Hiram C. Todd, of 
New York City, of counsel), for defendant, opposed. 


Levy, J.: In this action, brought by the plaintiff to enjoin 
the defendant from unfair competition, the former moves under 
rules 109 and 103 of the Rules of Civil Practice to strike out the 
second and third separate defenses as insufficient in law, and also 
to strike out the allegations of these defenses as incorporated in 
the two counterclaims, on the ground that they are frivolous and 
irrelevant. 

The plaintiff alleges that it is a domestic corporation organized 
in 1919; that it acquired the assets of the Bosch Magneto Company 
from one Kern, who had purchased the stock of that company 
from the Alien Property Custodian in 1918; that the old Bosch 
Company had acquired its assets in 1906 from one Robert Bosch, 
a citizen of Germany; that since 1919 the plaintiff has been en- 
gaged in the business previously conducted by the old company, 
the manufacture and sale of magnetos and similar electrical prod- 
ucts, using the name “Bosch” in connection with these; and that 
the defendant was organized in 1921 under the name “Robert 
Bosch Magneto Company, Inc.,” and has been using the name 
“Bosch” in connection with the sale of products similar to those 
sold by the plaintiff. 

The defendant, while admitting many of the allegations of 
the complaint, sets up three separate defenses, the legal sufficiency 
of the second and third of which is challenged by this application. 
The second separate defense raises the point that Kern, through 
whom the plaintiff claims the property of the original Bosch 
Magneto Company, acquired no title on the sale by the Alien 
Property Custodian, because he was an alien. This defense is 
founded on the provisions of Section 12 of the Trading with the 
Enemy Act (40 U. S. Statutes at Large 460 [U. S. Comp. St. 1918, 
U. S. Comp. St. Ann. Supp. 1919, § 311514 ff]) which, in giving 
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the Custodian the right to dispose of property thus held by him 
in trust, makes the following qualification: 


“Provided, that any property sold under this act, except when sold 
to the United States, shall be sold only to American citizens, at public 
sale to the highest bidder, after public advertisement of time and place 
of sale * * * unless the President stating the reasons therefor, in the 
public interest shall otherwise determine.” 

Was such a sale void by reason of Kern’s alienage? The 
United States Supreme Court has held in the public land cases 
that the title of aliens who have acquired such land, notwithstand- 
ing the limitation of the right of acquisition to American citizens, 
is voidable, not necessarily void. In McKinley Creek Mining Co. 
v. Alaska Mining Co., 22 S. Ct. 84, 87, 183 U. S. 563, at page 572 
(46 L. Ed. 331), the Court said: 

“The meaning of Manuel v. Wulff (14 S. Ct. 651), 152 U. S. 505 
(38 L. Ed. 582), is that the location by an alien and all the rights follow- 
ing from such locations are voidable, not void, and are free from attack 
by any one except the government.” 

On the other hand, the defendant points to the cases of 
Waskey v. Hammer, 32 S. Ct. 187, 223 U. S. 85, 56 L. Ed. 359, 
and Kendall v. Ewert, 42 S. Ct. 444, 259 U. S. 139, 66 L. Ed. 862 
in support of its contention that transfers of land in contravention 
of this statute are absolutely void. In the former case the plaintiff 
brought an action of ejectment against the defendant, the subject- 
matter of which was the overlapping portion of two placer mining 
claims in Alaska. The defendant claimed title under one Whittren, 
who at the time he readjusted the claims previously located by 
him was a United States mining surveyor. Section 452 of the 
Revised Statutes of the United States (U. S. Comp. St. § 698) 
provides that: 

“The officers, clerks, and employees in the General Land Office are 
prohibited from directly or indirectly purchasing or becoming interested 
in the purchase of any of the public land; and any person who violates 
this section shall forthwith be removed from his office.” 

As the defendant’s predecessor had located the claim in viola- 
tion of the statute, the Court held he had acquired no title and 
could therefore grant none. The Court dismissed the contention 


that the only penalty for the illegal act was the removal of the 
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offender from office, and that the acts done in violation of the law 
were valid against all but the government, by saying that: 


“It is reasonably inferable, from the language of the section and 
the situation with which it deals, that it is intended that violations of 
it shall be attempted by the ordinary consequences of unlawful acts. We 
therefore are of opinion that the readjusted location was void.” 

The case of Ewert v. Bluejacket, 42 S. Ct. 442, 259 U. S. 129, 
66 L. Ed. 858, also raised the question of the title of one who had 
purchased Indian lands at the time he was holding office as Special 
Assistant Attorney General to aid in the prosecution of suits involv- 
ing title to such lands. This purchase was made in the face of 
the statute which provided that: 


“No person employed in the Indian Department shall have any interest 
or concern in any trade with the Indians.” 
The Court held that the purpose of the law was: 


“To protect the inexperienced, dependent, and improvident Indians 
from the avarice and cunning of unscrupulous men in official position 
and at the same time to prevent officials from being tempted, as they 
otherwise might be, to speculate on that inexperience or upon the neces- 
sities and weaknesses of these ‘wards of the nation.” 

It seems to me that the reasons which prompted the courts 
to declare the transactions in the foregoing cases as entirely void 
do not apply to the situation at bar. The law which forbade 
public officials from acquiring certain public or Indian lands in 
contravention of appropriate statute was designed to prevent cor- 
ruption among the representatives of the government and to protect 
others from scheming and designing persons. Mere renewal from 
office might scarcely reach the root of the evil, as it would still 
leave the violators of law in secure enjoyment of the fruits of 
their corruption. But the rule embodied in the Trading with the 
Enemy Act (40 Stat. 411 [U. S. Comp. St. 1918, U. S. Comp. 
St. Ann. Supp. 1919, §§ 311514a-311514j]) was not intended ap- 
parently to deal with acts which are mala in se, but only such 
as are mala prohibita. It is obvious that, if the Alien Property 
Custodian innocently or even negligently sold property to an alien, 
the law did not intend to declare the transaction completely null 
and thereby to vitiate the title of subsequent purchasers. Thus it 
would seem that even a sale with knowledge of the purchaser’s 
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alienage would not be such a vicious act on the part of a public 
official, in view of the purposes of the act, as absolutely to void 
such sale but only to render it voidable at the option of the govern- 
ment, under the rule laid down in the McKinley Creek Mining 
Company case. 

The third separate defense attacks the legality of the sale 
of the assets of Bosch Magneto Company to the predecessor of 
the plaintiff, and presents the claim that such sale was fraudulent 
and made pursuant to a conspiracy. It further contains an allega- 
tion of acquiescence by the plaintiff in defendant’s use of the name 
“Bosch” in connection with its business. In addition, a series of 
allegations are urged justifying defendant’s use of the name 
“Bosch,” either by an equal or a superior right to plaintiff's. 
Apparently, too, the recital of facts tending to support the charge 
of illegality of the sale is intended to present the additional equi- 
table defense that the plaintiff does not come into court with clean 
hands. Of course, the propriety of merging all these defenses 
into one is open to serious question, as is also the matter of the 
appropriateness of several allegations of fact. But, as the notice 
of motion is addressed to the validity of the entire separate defense 
as such, the latter will have to be sustained, if it contains any 
facts which will support it, notwithstanding that the pleading may 
be made the subject of a separate attack on the ground of multifa- 
riousness, redundancy, or otherwise. 

The allegations of fraud and conspiracy are seemingly sup- 
ported by a narrative of a sequence of events leading to the acquisi- 
tion by the plaintiff of the assets of the Bosch Magneto Company. 
The defense recites a conspiracy by A. Mitchell Palmer, Alien 
Property Custodian, aided by Francis P. Garvan and others, with 
the plaintiff's assignor, Kern, to seize the assets of the company 
on the pretense that it was enemy owned. Facts are then alleged 
tending to show that the public offer and sale of the property 
were manipulated through the influence of Palmer’s official posi- 
tion, so as to discourage fair bidding; that the good-will was valued 
at practically nothing; and that through the connivance of the 
public officials the property was struck off for a grossly inadequate 
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price to Kern, who caused the plaintiff company to be organized to 
acquire it. The defense further indicates that the conspirators 
or some of them are the principal stockholders and directors of 
the plaintiff. 

The facts if true—and for the purpose of these considerations 
they must be accepted as such—indeed shock the conscience of a 
court of equity. Under ordinary circumstances, it would require 
no discussion to show that a valid issue of plaintiff’s “unclean 
hands” is presented by this defense. But plaintiff’s reply is, first, 
that under the federal statutes its title cannot be questioned; and, 
secondly, that the defendant as a stranger to the title is not the 
proper party to attempt to impeach it, even on the ground of 
fraud and conspiracy. In support of the first contention, it is 
urged that Section 12 of the Trading with the Enemy Act vested 
in the Alien Property Custodian power to convey an absolute 
title to seized property, which a transferee would take free from 
any claim or lien in favor of the former enemy owner. Further- 
more, under Section 7 of the same act, it is argued that even a 
wrongful sale of such property would give a person aggrieved 
relief merely against the proceeds of the sale. The provision to 
this effect as contained in the latter section reads as follows: 

“The sole relief and remedy of any person having any claim to any 
money or other property heretofore or hereafter conveyed, transferred, 
assigned delivered, or paid over to the Alien Property Custodian, or 
required so to be, or seized by him shall be that provided by the terms 
of this act, and in the event of sale or other disposition of such property 
by the Alien Property Custodian, shall be limited to and enforced against 
the net proceeds received therefrom and held by the Alien Property 
Custodian or by the Treasurer of the United States.” 40 U. S. Statutes 
at large, p. 1021 (U. S. Comp. St. Ann. Supp. 1919, § 311542d). 

It is perfectly clear that the purpose of this section was to 
give assurance of title to purchasers and impress these sales with 
finality; otherwise endless confusion would undoubtedly result in 
the commercial world from alleged defective title by reason of acts 
of malfeasance of the Alien Property Custodian or possibly from 
other cause. Accordingly, even where property of American 
citizens or friendly aliens was wrongfully seized and sold, the 
persons offended were permitted no redress beyond their recovery 
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as limited by the funds realized upon the sale by the Alien Property 
Custodian. Sigg.-Fehr v. White, 285 F. 949, 52 App. D. C. 215; 
Henkels v. Miller (C. C. A.) 4 F. (2d) 988. Of course the law 
may not be construed to prevent persons thus wronged from main- 
taining an action for damages against the Alien Property Custodian 
individually as also against others who participated in any actual 
conspiracy. But as regards the title of the plaintiff to the assets 
purchased from the Custodian, the law seems to have rendered 
it unimpeachable. This title necessarily includes the intangible 
assets of the Bosch Magneto Company, such as patent rights, 
trade-marks, good-will, etc., and cannot be limited to the physical 
property acquired. 

As to the second contention, the plaintiff argues soundly that, 
as against a stranger, the purchaser, even apart from the provisions 
of the Trading with the Enemy Act, has an unassailable right to 
the good-will connected with the business, regardless of the possible 
fraud involved in its acquisition. On this principle, the Court in 
R. J. Reynolds Tobacco Co. v. Allen Bros. Tobacco Co. (C. C.) 
151 F. 819, refused, in an action to enjoin unfair competition, 
to entertain a defense to the effect that plaintiff's right involved 
a violation of the Sherman Anti-Trust Act (26 Stat. 209 [U. S. 
Comp. St. §§ 8820-8823, 8827-8830]). 

In passing upon this, the Court took occasion to say, at 
page 823: 

“It is a well-settled principle that, as against a trespasser, possession 
of the premises is sufficient.” 

Assuming, therefore, that the defendant is not in privity with 
any party whom the plaintiff succeeded, defendant’s challenge of 
plaintiff’s title by reason of fraud would be insufficient. It ap- 
pears, however, that with these allegations, inadequate in them- 
selves, the defendant couples others which are intended to support 
its right to conduct its business without interference by the plain- 
tiff, by reason of a grant through intermediate assignments from 
‘Robert Bosch, who was one of its stockholders and who was also 
the founder of the business which the plaintiff ultimately acquired. 
It is true that, if Robert Bosch by his conveyance to plaintiff's 
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predecessors completely divested himself of all rights in the 
premises, defendant’s claim through him could be of no avail. 
Consequently, it is necessary to examine the facts bearing on this 
point as they appear in the pleadings. 

In 1906 Robert Bosch entered into an agreement with Robert 
Bosch, New York, Inc., by the terms of which he agreed: 


“To sell, assign, and transfer to his company all this right, title, and 
interest for the territory covered by the United States of America to 
and in all patents heretofore obtained by him relating to machines, ap- 
paratus, and devices for magneto electric ignition and the good-will for 
the same territory of the business and trade in said articles heretofore 
acquired and developed by him, including all contracts relating to said 
business entered into by him within this territory, in exchange for 175 
shares of the capital stock of this company.” 


Subsequently, the name of the corporation was changed to 
“Bosch Magneto Company,” the business of which was acquired 
by the plaintiff in the manner already described. A reading of 
the terms of the agreement indicates that the good-will transferred 
by Robert Bosch was limited to the business and trade in patented 


articles acquired and developed by him prior to 1906. It cannot, 
save in connection with those articles, be construed as a negative 
covenant on his part not to engage in business in American terri- 
tory. Nor can it be interpreted as an undertaking to give the 
corporation the exclusive right to the use of the name “Bosch” 
or a monopoly to conduct a business under that name. The case 
of Stephen Merritt Burial § Cremation Co. v. Stephen Merritt 
Co., 108 N. E. 1108, 214 N. Y. 676 [5 T. M. Rep. 236], aptly 
illustrates the fact that the mere sale of a business to a corporation 
which embodies the name of the seller in its corporate title does 
not prevent him from entering into the same kind of business 
under his own name. In the consideration of that case in the 
Appellate Division (140 N. Y. S. 895, 155 App. Div. 565), Judge 
Ingraham in his dissenting opinion, which was adopted by the 
Court of Appeals in reversal, said: 


“But I can find in this record no evidence * * * of any agreement 
by which the individual defendants had agreed, either that the plaintiff 
should have the right to transact business under that name, or which, 
either expressly or by implication, prevented either of these defendants 
from transacting this or any other business.” 
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After his sale of the American rights in his patents, Robert 
Bosch continued exploiting his business in Germany, and he would 
have been quite free to do so in the United States except to the 
extent of the good-will and the patented articles which he had 
assigned previously to the corporation. During the war he con- 
veyed his business to a German corporation, which thereafter 
transferred its territorial rights in the United States to the defend- 
ant. Under the authorities cited, there can be no question about 
his right to conduct a magneto business in his name (Meneely v. 
Meneely, 62 N. Y. 427, 20 Am. Rep. 489), except, of course, that 
such right would not authorize him to employ such name in a 
manner or form to lead consumers to believe that they were pur- 
chasing plaintiff's products. Does this right to the use of the 
name inure to the benefit of the defendant, claiming title through 
him, in view of plaintiff's earlier acquisition? The question is 
not without difficulty. In the Stephen Merritt case the right to 
the use of the name “Stephen Merritt” was limited to the individual 
of that name and withheld from the corporation. But that decision 
was predicated on the peculiar facts showing fraud on the part 
of the defendant corporation with resulting confusion in the trade. 
In Higgins Co. v. Higgins Soap Co., 89 N. E. 490, 144 N. Y. 
462, 27 L. R. A. 42, 43 Am. St. Rep. 769, an injunction was 
allowed against the use by the defendant of the corporate name; 
but here again the Court based its conclusion upon the considera- 
tion of the peculiar evidence in the case and of the long-estab- 
lished reputation of the plaintiff, extending for nearly 50 years, 
and the large sums expended by it in advertising its name. In 
arriving at this judgment, it expressly said, at page 470 (39 
N. E. 492): 


“If the right of the plaintiff to relief depended exclusively upon the 
comparison of the corporate names of the parties, and the inferences to 
be drawn from such comparison alone and without reference to any ex- 
trinsic facts, it might well be doubted whether the names are so similar 
that the Court could find that confusion and injury would be likely 
to arise.” 


The defendant specifically alleges in the defense under con- 
sideration that it is using the name “Bosch” on its products in 
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such a way as to clearly distinguish it from the manner in which 
it is employed on plaintiff's wares. As to its corporate name, we 
may well say, paraphrasing the language in the Higgins case, 
that it might be doubted whether its name is so similar to plain- 
tiff’s that the Court could find that confusion and injury would be 
likely to occur. When, in addition, we come to consider the ex- 
trinsic facts, the doubt seems to be removed. Plaintiff, by its 
own declaration, considered the good-will of the business which it 
purchased as nominal. It paid practically nothing for it. Defend- 
ant is not attempting to destroy any good-will, but must be deemed, 
if we disregard what might seem to be the extravagant claims 
contained in the counterclaims, merely to challenge plaintiff’s mo- 
nopoly in the name. While the various charges of fraud and con- 
spiracy in connection with the acquisition of the business by the 
plaintiff are insufficient in themselves for purposes of the defense, 
some of them, in so far as they call in question plaintiff’s claim of 
monopoly in the name and good-will, present relevant circumstances 
to a court of equity in aiding it to determine the right of the defend- 
ant to trade under its name in all products except the patented arti- 
cles specifically assigned to plaintiff’s predecessors by Robert Bosch. 
But, as already pointed out, defendant’s use of the name must be 
such as not to lead purchasers to believe that its products are those 
of plaintiff. There being allegations in the defense of defendant’s 
precautions in this direction, it must be held sufficient. Additional 
ground for sustaining the third separate defense may be found in 
the allegations of acquiescence by the plaintiff in the use of the 
name by the defendant. Menendez v. Holt, 9S. Ct. 143, 128 U. S. 
514, 528, 32 L. Ed. 526. 

As to the motion in so far as it is addressed to the two counter- 
claims, the plaintiff seeks to strike out the allegation which rein- 
corporates all the matters contained in the separate defenses relat- 
ing to the charges of fraud and conspiracy and the void nature 
of plaintiff’s title. The defendant in these counterclaims asserts 
an exclusive right and title to the name “Bosch” and the good- 
will appertaining thereto, and seeks damages for plaintiff's alleged 
infringement in the sum of $10,000,000. I have already indicated 
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that the defendant is not in a position to challenge plaintiff's title, 
although defendant, on the other hand, has certain rights in its 
name, etc., of which it cannot be divested, but in these counter- 
claims defendant lays claim to a monopoly in the name “Bosch,” 
which it may not do. No matter at what nominal figure the name 
of the Bosch Magneto Company was valued and sold, in the trans- 
fer of its entire stock by the Alien Property Custodian as we have 
seen, the sale was a valid one under the law, and included the right 
to conduct the business and the privilege to use the name. The 
equitable defenses of which the defendant may take advantage in 
protecting itself in its right to live are wholly insufficient as offen- 
sive weapons. 

The motion to strike out the second separate defense is 
granted, but denied as to the third separate defense. The motion 
to strike out the certain allegations in the first and second counter- 
claims is granted, except that the defendant is at liberty to rein- 
corporate by reference the matters pleaded in paragraphs 16 to 18, 
both inclusive, of the first separate defense. Settle order. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Appeal 


Kinnan, F. A. C.: Opposition was filed by Dunlap & Co. to 
the registration by The Bettmann-Dunlap Co. of certain alleged 
trade-marks for shoes which included the notation “Dunlap,” the 
grounds of the opposition being that the opposer had previously 
used the same mark on hats, that the mark sought to be registered 
included the corporate name of the opposer, and, further, that, 
as this name was not written in a distinctive manner, its registra- 
tion was forbidden by the Trade-Mark Act of February 20, 1925. 
The Acting Examiner of Interferences held that the goods were 
not of the same descriptive properties, but sustained the opposi- 
tion on the ground that the mark sought to be registered was 
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substantially the corporate name of the opposer. 
taken by the applicant from that decision. 

On a motion to dismiss the appeal of opposer, First As- 
sistant Commissioner Kinnan held that, as the Examiner of 
Interferences was of the opinion that the second ground of the 
notice of opposition was well taken, he proceeded correctly in sus- 
taining the opposition even though he held that the goods of the 
respective parties were not of the same descriptive properties, and 
that, as the applicant did not appeal from the sustaining of the 


opposition, the opposer could not appeal from the ruling as to 
the goods.’ 





No appeal was 


Color-Act of 1920 


Fennina, A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, as a trade-mark for fence posts, 
a mark described as consisting in arbitrarily coloring the base 
portions of the fence post black and the upper portion thereof 
green. 

The ground of this decision is that no mark which is not a 
trade-mark can be registered under the Act of 1920, and that, it 
being common to paint the lower portions of fence posts with a 
black asphaltum paint for the purpose of protecting the portion 
which goes into the ground and not uncommon to paint the upper 
portion of a fence post green, the alleged mark is not a trade- 
mark at all. 

In his decision, after referring at length to the proceedings 
leading up to the passage of the Act of 1920, the Assistant Com- 
missioner said: 


“I have carefully examined the proceedings which led up to the 
passage of the act, but am unable to find anything which leads to the 
conclusion that we should register something which is not a_ trade- 
mark (ex parte Standard Oil Company [New Jersey], 328 O. G. 785 
[15 T. M. Rep. 41]; ex parte H. K. H. Silk Co., 146 Ms. Dec. 288 
[15 T. M. Rep. 95]; ex parte Keyless Auto Clock Co., 1923 C. D. 25, 309 
O. G. 223 [13 T. M. Rep. 451]; ex parte Mme. V. V. Maginley, 1924 C. D. 
145, 329 O. G. 264 [15 T. M. Rep. 91]).” 


*Dunlap & Co. v. The Bettman-Dunlap Co., 151 M. D. 206, May 14, 
1926. 
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With reference to the question whether the mark involved 
was in fact a trade-mark, after referring to a prior opposition 
(No. 5694), in which it was held that the same collocation of 
colors, somewhat more broadly described, was not registrable, 


he said: 


“We must take judicial notice of the fact that it has been common 
for many years to paint lower portions of fence posts which go into the 
ground with a black asphaltum paint for the purpose of protecting the 
fence post. We must also take judicial notice of the fact that it is 
not all uncommon to have the portion of the fence post which appears 
above the ground painted green. In fact, green is one of the most usual 
colors used in paint for fences.” 


* * * * * 


“Applicant has objected to the citation of decided cases on the 
ground that he is applying for registration under the Act of 1920, 
and the decided cases were decided under the act of 1905. It is clear, 
however, that under the Act of 1920, as under the Act of 1905, a device in 
order to be registrable must be a trade-mark. In Goodyear Tire & Rubber 
Co. v. The Firestone Tire & Rubber Co., 1917 C. D. 49, 240 O. G. 641 
[7 T. M. Rep. 401], registration was refused of an automobile tire 
consisting of a black tread and red side walls. After very careful 
consideration and argument, most of which is clearly applicable here, 
it was held that that mark was not a trade-mark.” ? 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Opposer appealed from the decision of the 
Examiner of Trade-Marks dismissing the opposition on the ground 
that the goods to which the marks are applied are not merchandise 
of the same descriptive properties. 

Opposer has a registered mark, No. 120758, “Superoyl,” for 
piston rings while the applicant seeks registration of the notation 
“Superoil” for lubricating oil and greases. Opposer alleges an 
earlier date of use than that alleged by the applicant. 

Dr. Kinnan, in sustaining the decision of the Examiner of 
Interferences, held that the two marks are substantially the same 
in appearance, sound and significance, that the sole difference in 
the spelling of the final syllable is not sufficient to rob the marks 
of their substantial identity. The sole point to be reviewed was 
whether the goods possessed the same descriptive properties and 
on this point his decision reads as follows: 


* Ex parte Calumet Steel Company, 151 M. D. 53, September 15, 1925. 
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“While it is true, as stated in many previously adjudicated cases 
including some of those cited by the appellant, that it is not always easy 
to determine that goods possess the same descriptive properties, yet in 
the instant case, the metal piston rings would be manufactured in a 
different plant from that devoted to the production of the lubricating 
oils and greases. It is probable that in many stores dealing with auto- 
mobile accessories, piston rings and lubricating oils and greases are sold, 
but this may be true as to various other metal parts of automobiles. 
Such stores carry tires and metal tools of various descriptions. It is 
not thought these could be held, in view of all being sold in the same 
store, as goods possessing the same descriptive properties. I am unable 
to reach any other conclusion than that there is no likelihood of con- 
fusion in goods and that the Examiner was right in his holding that the 
opposition should be dismissed.” * 


















Moore, A. C.: Held that applicant is entitled to register 
the word “Menu” as a trade-mark for coffee, notwithstanding use 
by opposer of the term “Manru” as a trade-mark for beer and 
“near” beer prior to applicant’s use and the use of this word as 
a trade-mark for malt syrup and coffee after applicant’s use. 

The ground of the decision is that, while the terms “Menu” 
and “‘Manru” are so similar that their contemporaneous use on 
goods of the same descriptive properties would be likely to cause 
confusion, coffee is not of the same descriptive properties as beer 
and “near” beer. 


With respect to the similarity of the marks the Assistant Com- 
missioner said: 










“It is believed that the two words, Menu and Manru, bear such close 
resemblance to each other, both as to appearance and sound, as to cause 
confusion or mistake in the mind of the public, or to deceive purchasers, 
when the words are appropriated to merchandise having the same 
descriptive properties. Each is a two-syllable word commencing with 
M and ending with U; and in each the third letter is N. The first 
syllables of the two are in close resemblance in appearance and in 
sound. The letter R occurs only in Manru. Considered together, dis- 
tinctions between the two marks are of course observable; but considered 
apart, with the aid only of the memory of sounds and of pictures pre- 
viously reflected upon the mind, it is believed that the distinctions would 
be lost to the average member of the purchasing public.” 










With respect to the goods he said: 


“The merchandise to which the opposer appropriated the trade-mark 
Manru, prior to May 1, 1920, does not have the same descriptive proper- 


*McQuay-Norris Mfg. Co. v. The Brownell Corp., 151 M. D. 30, Sep- 
tember 28, 1925. 
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ties as the merchandise to which the applicant appropriates the trade- 
mark Menu. Beer and the cereal beverage, near beer, clearly do not 
possess the same descriptive properties as coffee when the latter is pre- 
pared for the market.” * 


Non-Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for candy, the notation “Honeymels,” notwith- 
standing the prior adoption and registration by opponent of the 
mark “‘Buttermels” for the same goods. 

With reference to an argument that the term sought to be 


registered is merely descriptive, the First Assistant Commissioner 
said: 
















“The first portions of the two marks are, clearly enough, descriptive, 
but when joined to the suffix and considered as a whole, it is not 
believed proper to regard such mark or notations as ‘merely descriptive.’ 
They seem suggestive. To hold otherwise would be to hold the opposer did 
not have a valid trade-mark or registration.” 


With reference to the similarity of the marks, the First Assist- 
ant Commissioner said: 






















“It appears, however, that candy of a certain kind has long prior 
to the date of adoption and use by the opposer of his mark been known 
as ‘caramels.’ This name is an exceedingly common one and is univer- 
sally employed to refer to a certain candy mixture of a popular kind. 
The opposer, borrowing from this widely known name, changed the first 
part of such name from ‘cara’ to ‘butter, making the notation ‘buttermels’ 
instead of ‘caramels.’ ‘Butter’ is clearly descriptive and when used with 
the suffix may be held suggestive of one particular kind of caramel candy, 
a candy having some of the characteristics of a mixture containing butter. 
It would seem the applicant company has borrowed from the word 
caramel in the same way that the opposer borrowed but changed from 
‘cara’ to ‘honey’ so that the notation became ‘honeymels,’ suggestive that 
its candy of the caramel type possessed the characteristic of a candy 
having honey as one of its ingredients. It is believed the applicant com- 
pany was entitled to adopt the old suffix of the candy name ‘caramels’ as 
was the opposer, and that the applicant company has used a notation 
which is as far removed from the opposer’s mark as the latter is from 
the common name ‘caramels. * * * * * Customers, it is believed, would 
readily distinguish notations having these different words as constitut- 
ing their major portions. It would appear the purchasers would look 
upon the opposer’s mark as indicating a butter mixture or a butter 
candy of the caramel type and upon the goods of the applicant company 
as a honey mixture or a honey candy of the caramel type.” 


*Schreiber Products Corporation v. McInnes Bros., Inc., 151 M. D. 
201, May 7, 1926. 
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With reference to the holding of the Examiner of Interfer- 
ences that the case was ruled on by the decision of the Court of 
Appeals in Orange Crush Company v. California Crushed Fruit 
Company, 327 O. G. 687, 54 App. D. C. 313 [14 T. M. Rep. 288], 
the First Assistant Commissioner said: 

“It is believed that adjudicated case is readly distinguished, however, 
in this that there was, prior to the adoption by the Orange Crush Com- 
pany of its trade-mark, no beverage known by the name of ‘crush.’ The 
Court found no such term had been applied to a beverage. The word 
‘crush’ was deemed an important part of each trade-mark under review 
by the Court. Under these conditions, the broader protection was ac- 
corded the party first to adopt and use the term. Had there been a 
previously known beverage called by the name ‘crush’ it is not apparent 


the Court would have held infringement between ‘Orange Crush’ and 
‘Suncrush.’” ® 


Not a Trade-Mark 


Fennine, A. C.: Held that applicant was not entitled to 
register under the Act of 1920, the clause “We Cater to the 
Particular Trade” as a trade-mark for turkish towels, etc. The 
ground is that the clause is not a trade-mark since it does not 
distinguish applicant’s goods and no one has a right to monopolize 
as a trade-mark, a mark which others may apply with equal truth 
and have an equal right to employ for the same purpose; and, 
further, that the mark at issue cannot be considered as falling within 
the accepted definition of a trade-mark as given by the Supreme 
Court of the United States in the case of Elgin National Watch Co. 
v. Illinois Watch Case Co., 94 O. G. 755, 1901 C. D. 273; 179 U.S. 
665. 


In his decision, the Assistant Commissioner says: 


“The Patent Office has refused to register such words as ‘If not 
Right—Write—Will Make Right,’ for sawmills and the like in the case 
of Ex parte Summer Iron Works, 147 O. G. 237 and ‘Good Candy—Nothing 
Else’ for candy in the case of Ex parte Chocolate Products Co., 142 Ms. 
D. 335. These two cases were cited with approval by the Court of 
Appeals of the District of Columbia in the case of The Dolly Varden 
Chocolate Company, 333 O. G. 525, in which the Court affirmed the 
action of the Commissioner in refusing to register the words ‘When Words 
Fail—Send, as a trade-mark for Dolly Varden candy. 


* Frederick M. Switzer v. J. N. Collins Co., 151 M. D. —, May 26, 
1926. 
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“The Act of March 19, 1920 clearly does not intend to give ap- 
plicants the right to appropriate entire sentences and combinations of 
words from the English language and thereby prevent others from using 
those words to which they are inherently entitled, which words, further- 
more do not have the characteristics of trade-marks, technical or other- 
wise.” ° 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that the Los Angeles Creamery Com- 
pany is not entitled to register, as a trade-mark for trucks, the 
notation, “Electruck,” since it had not used this notation in inter- 
state or foreign commerce. 

In his decision, after pointing out that the evidence shows 
that a truck bearing this mark was driven into Mexico about a 
mile beyond the border and back again and that such a truck 
passed through a corner of Mexico in going from one section of 
California to another, but no sales were made, and that it was 
not contended that any goods bearing the mark were sold by the 
applicant outside of the state of California, the First Assistant 
Commissioner said: 


“The only condition under which the Patent Office obtains jurisdiction 
to register a mark is where the owner of the trade-mark seeking registra- 
tion has used it ‘in commerce with foreign nations or among the several 
states or with Indian tribes.’ Unless so used, the applicant for registration 
has no standing under the statute. It is well settled that such activities 
as the applicant has shown do not establish trade-mark use in commerce 
with foreign nations or between states.” 


Also, after citing and quoting from a number of cases in 


reference to the requirements for interstate use, he said: 
“Judged by the above noted cases, it is at once apparent the applicant 
company has not disclosed trade-mark use in foreign or interstate com- 


merce and, in consequence, has not established its right, under the statutes, 
Act of February 20, 1905, as amended, to registration.” * 


Part of Corporate Name 


Fennina, A. C.: The opposition against the registration of 
the word “Sterling” written upon a small, horizontal rectangular 


*°Ex parte Holt, 151 M. D. 32, September 30, 1925. 
*Los Angeles Creamery Company v. Ralph D. Ward Electruck Corpo- 
ration, 151 M. D. 203, May 11, 1926. 
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panel, which is laid upon an oval panel, as a trade-mark for 
proprietary medicines was sustained. The goods of the opposer 
are of the same descriptive properties. 

The opposition was sustained on the ground that the oppos- 
ing company was incorporated prior to the date of use of the 
trade-mark alleged by the applicant. The applicant contended 
that its trade-mark is not “Sterling,’ the name of the opposer, 
but that it is a composite mark. The Assistant Commissioner, 
however, held that the additional matter associated with the word 
“Sterling” did not outweigh the significance of the word, but 
rather emphasized it, citing the case of Du Pont v. The Ginter 
Co., 1921 C. D. 79 [11 T. M. Rep. 277]; Bernet, Craft § Kauff- 
man Milling Company, Inc., 333 O. G. 525 [13 T. M. Rep. 485]; 
Landis Machine Company, 1924 C. D. 319, 54 App. D. C. 404 
[14 T. M. Rep. 289]; and Dunlap & Co. v. The Jackson §& Gut- 
man Company, 326 O. G. 469, 1924 C. ND. 38 [13 T. M. Rep. 66].° 


Prior Adoption 


Kinnan, F. A. C.: Held that Tip Top Bottling Co. has 
proved adoption and use of the mark “Whim” as applied to 
beverages prior to the adoption and use of the same mark by 
Vess Jones. 


In his decision, after pointing out that the proofs sustained 
the holding of the Examiner of Interferences that the Tip Top 
Bottling Co. had used the mark shown on its label prior to the 
use by the other party and, referring to the argument that it had 
not used the word “Whim” alone but only in connection with the 
words “Tip Top” or the word “Orange” or both words in con- 
nection with the representation of an orange or the representation 
of a spinning top, and therefore was not entitled to register the 
word “Whim” alone, the First Assistant Commissioner said: 


“But even admitting this to be a fact, it is not believed the registrant 
is entitled to an award of priority. The applicant company states that its 
mark is the word ‘Whim’; that the words “Tip Top’ constitute part of the 
name of the company, that a separate trade-mark registration has been 


*The Sterling Remedy Co.-Sterling Products, (Inc.) v. Western 
Wholesale Drug Co., 151 M. D. 28, September 28, 1925. 
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obtained for ‘Tip Top’ used in connection with other beverages such as 
soda and that the word ‘Orange’ is used in a descriptive sense.” 

and then, after referring to the argument based upon decisions to 
the effect that a registration can be granted only of the mark 
as actually used, he said: 


“It is thought the holding in In re Standard Underground Cable 
Co., 123 O. G. 656, 27 App. D. C. 320, sustains the view of the applicant 
company that the Commissioner cannot decide just what part of a mark 
of the character here involved is the applicant’s mark. It is, as well 
noted in this last mentioned decision, common practice to add various 
embellishments and other features to the real mark, but certainly in the 
instant case, the Commissioner cannot say that ‘Whim’ is not the ap- 
plicant’s mark. It is believed the public would be quite apt to call for 
the goods by the fanciful term ‘Whim’ and that this is properly regarded 
as constituting the applicant’s trade-mark, notwithstanding the various 
other features which appear upon the labels, bottle caps and advertising 
cards.” ® 


Res Adjudicata 


Moore, A. C.: Held that no appeal lay from the decision 
of the Examiner of Interferences dismissing the opposition where, 
although the opposition was dismissed as not stating sufficient 
grounds for refusing registration, registration was refused the 
applicant on other grounds and the applicant did not take an 
appeal. 

The ground of this decision is that since it had been finally 
held that applicant could not register the mark, opposer’s appeal 
raised merely a moot question, citing Canada Dry Ginger Ale, Inc. 
v. Delatour Beverage Corporation (146 Ms. Dec. 97).’° 


Ten-Year Clause—Name of Patented Article 


Rogertson, C.: Held that The Chas. H. Phillips Chemical 
Co. was entiled to register, under the ten-year clause of the Trade- 
Mark Act of 1905, the words “Milk of Magnesia” and the words 
““Leche-de-Magnesia,” the second being the Spanish equivalent of 
the first, and that no ground existed for the cancellation of the 
registrations, notwithstanding that these words were the names given 

*Tip Top Bottling Co. v. Vess Jones, 151 M. D. 219, May 27, 1926. 


*Cluett, Peabody & Co., Inc. v. Kirkwood, 151 M. D. 216, May 25, 
1926. 
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to the product covered by certain patents owned by the predeces- 
sors in business of the registrant, since those patents had expired 
prior to the beginning of the ten-year period and it was not shown 
that anyone other than the registrant had used the words as applied 
to the product during that period. 

In his decision, after referring to the long line of decisions 
with reference to the name of a patented article, the Commissioner 
said: 


“If anyone had commenced to manufacture a new material which 
was properly described by a certain term, any other person, in manu- 
facturing that article, would have the right to so describe it, but if 
no one other than the original manufacturer did so describe it during the 
ten years preceding the passage of the Act of 1905, that act gave the 
original and exclusive user the right to register the term as a trade-mark. 
So, in the present case, when the patents expired the public had a right 
not only to manufacture the product covered thereby but also to call it 
by the name given to it by the patentees, subject only to the limitation 
of so marking the product as to avoid confusion of manufacturers. So 
far as this record shows, however, no one did so mark it, and at the time 
applications were filed the applicant for registration was the sole user 
of this name.” 


In his decision the Commissioner pointed out that a similar 
holding had been made in certain cases in this office and by the 
Court of Appeals of the Second Circuit in the case of Scandinavia 
Belting Company v. Asbestos §& Rubber Works of America, Inc., 
257 Fed. 937 [9 T. M. Rep. 136]. 

With reference to the argument that the statement of the 
Court of Appeals in that case was mere dictum, the Commissioner 


said: 


“This argument is not deemed to be well grounded, however, for the 
reason that the Court decided the question raised on two assumptions, 
first, that there had been no monopoly under the patent and, second, 
that there had been, and the name became open to the public at the 
expiration of the patent. Under this last assumption, the Court specifical- 
ly held, as appears from the above quotation, that since the mark was 
registered under the ten-year clause and the patent had expired prior 
to the beginning of the ten-year period, the registration was valid. The 
Court having specifically decided the question from the two points of view, 
neither ruling can be regarded as dictum.” * 


* McKesson & Robbins, Inc. v. The Charles H. Phillips Chemical 
Co., 151 M. D. 212, May 20, 1926. 








